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Court of Appeals of the District of Columbia 


No. 6107. 

I 

i 

Alexandrine, Appellant, 
vs. 

Conway P. Coe, as Commissioner of Patents. 


a Supreme Court of the District of Columbia. 

In Equity. 

No. 55112. | 

Alexandrine, Complainant, j 
against 

Thomas E. Robertson, as Commissioner of Patents, 

Defendant. 

United States of America, 

District of Columbia , ss: j 

Be it remembered, That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington,jin said Dis¬ 
trict, at the times hereinafter mentioned, tljie following 
papers were filed and proceedings had in the above-entitled 
cause, to wit: j 
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ALEXANDRINE VS. 


1 Bill of Complaint. 

Filed December 5, 1932. 

Supreme Court of the District of Columbia. 

In Equity. 

No. 55112. 

Alexandrine, Complainant, 
against 

Thomas E. Robertson, as Commissioner of Patents, 

Defendant. 

The complainant, for its bill of complaint against the 
above named defendant, respectfully alleges: 

First. That since the year 1925 complainant has been 
and still is a corporation organized and existing under and 
by virtue of the laws of the French Republic, having its 
office and principal place of business at the City of Paris, 
France, and the successor in business of certain predeces¬ 
sors more fully mentioned hereinafter. 

Second. That the defendant is the Commissioner of Pat¬ 
ents and is sued herein because of certain acts and things 
threatened to be undertaken and done by him by virtue of 
the powers of his office and in the course of the alleged per¬ 
formance of his duties as Commissioner of Patents. 

Third. That the matter in controversy arises under the 
provisions of the Trade-Mark Act of February 20, 1905, as 
amended. 

Fourth. That a sum of upwards of three thousand dollars 
($3,000) is involved in this action, exclusive of interest and 
costs. 

Fifth. That since the year 1864 complainant and its 
predecessors have been and complainant still is en- 

2 gaged in business at Paris, France, under the name 
Alexandrine, in the manufacture and sale of gloves 

sold to purchasers in Europe, the United States and other 
countries under the name and trade-mark “Alexandrine,” 
which said name and trade-mark is the first name of Alex¬ 
andrine Marguerite Boudier, the founder of said business 
of complainant; that throughout the history of said busi¬ 
ness, the name and trade-mark “Alexandrine’’ has been 
and still is used upon, applied or affixed to gloves made by 
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I 

complainant and its predecessors as aforesaid; that in the 
United States of America said word ‘ ‘ Alexandrine’ ’ by rea¬ 
son of its varied meanings has been and is a true trade¬ 
mark as applied to gloves. 

Sixth. That since before the year 1878 contplainant and 
its predecessors have used, applied and affixed the said 
name and trade-mark as aforesaid, printed and impressed 
in distinctive lettering, and in connection witjh the design 
of a glove or gloves. 

Seventh. That on or about March 27, 1925, complainant, 
in the exercise of the rights derived by it from its prede¬ 
cessors by reason of the facts alleged in paragraphs Fifth 
and Sixth hereof, adopted and used as its trade-mark a 
fanciful design composed of a shield featuring the shadow 
of a glove and surrounded by a circular wreath, with com¬ 
plainant ’s name “Alexandrine” superimposed in distinc¬ 
tive type across and within said design; that on December 
8, 1925, the United States Patent Office duly isjsued to com¬ 
plainant trade-mark registration No. 206,729 for Gloves of 
Leather, consisting of the above described trade-mark; that 
complainant is the sole owner both of such certificate of 
registration and of said trade-mark so registered. A true 
copy of said certificate of registration is hereto an- 
3 nexed, marked “Exhibit A” and complainant makes 
prof/ert of a certified copy thereof if required. 

Eighth. That complainant adoted and applied its said 
trade-mark so registered in advance of all others and has 
continuously since on or about March 27, 1925, conspicu¬ 
ously marked said trade-mark upon all globes manufac¬ 
tured and sold by complainant and upon all jwrappers in 
which such gloves have been and are sold and Shipped, both 
in interstate and in foreign commerce. 

Ninth. That from said year 1864 to the sa}d March 27, 
1925, complainant and its predecessors continuously used 
said trade-name and mark, and since March 27, 1925, com¬ 
plainant has continuously used said trade-mark, registered 
as aforesaid, as a trade-mark in connection with the sale 
of its gloves, and is still so using the same, \vhereby the 
said trade-name and the said trade-mark as fo registered 
have served and still serve to indicate the origin and 
identity of such gloves as being gloves sold and manufac¬ 
tured by complainant and its predecessors and to distin¬ 
guish the same from the gloves manufacture^ or sold by 
any other manufacturer or dealer, and thereby: became and 

i 
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have ever since continued to be of great value to com¬ 
plainant by reason of the reputation for excellence of 
its products established by complainant’s predecessors 
since the year 1864 and maintained by complainant. 

Tenth. That at the date of the adoption by complainant’s 
predecessors in trade of said trade-name “Alexandrine”, 
no other person, firm, corporation or association engaged 
in the business of manufacturing, selling or dealing in 
gloves was using the name “Alexandrine” or any 

4 similar name or mark in any respect as a trade-mark, 
trade-name or designation for the purpose of dis¬ 
tinguishing their gloves from those of other manufacturers 
or dealers; that prior to the use of said trade-name and 
mark by complainant’s predecessor, the founder of its 
business, the said trade-name and mark was entirely un¬ 
known to the trade and public in the United States of 
America and elsewhere in connection with gloves of anv 
kind, and that such trade-name and mark became known 
to the trade and public in connection with the introduc¬ 
tion into the United States of America upwards of thirty 
years ago and the sale on the American Market ever since 
of complainant’s goods under said name and mark; that 
complainant’s predecessors and complainant have invested 
and expended large sums of money for the purpose of 
making better known to the public gloves bearing the said 
trade-name and mark, and plaintiff has invested and ex¬ 
pended large sums of money for the purpose of increas¬ 
ing the demand for gloves bearing the said trade-name and 
mark; that the said gloves have long had and still have 
a high reputation in the United States of America and 
elsewhere as gloves of the highest quality, sold at high 
prices and of a fancy character as distinguished from 
standardized types of gloves and that such distinctiveness 
has characterized the products of complainant and its 
predecessors since the foundation of their business in the 
year 1864; that complainant and its predecessors have long 
enjoyed and still enjoy a business good-will connected with 
said trade-name and mark, which, owing to the world-wide 
reputation of said gloves is of great value; that by reason 
of the facts above set forth the gloves manufactured and 
sold by complainant’s predecessors and by complainant 

under said trade-name and trade-mark have com- 

5 manded and still command an extensive sale in the 
United States of America, including this District, to 



5 


CONWAY P. COE, AS COMMR. OF PATENTS. 

the great profit of complainant and its predecessors; and 
said trade-name and mark have been of great benefit and 
advantage to complainant and its predecessors, the trade 
and the public for the purpose of indicating the origin and 
the primary ownership of gloves manufactured by com¬ 
plainant and its predecessors in business. 

Eleventh. On information and belief, that on or about 
August 9, 1928, Marshall Field & Co., a corporation or¬ 
ganized and existing under the laws of the State of Illi¬ 
nois, applied to the United States Patent Office for the 
registration under the provisions of the Trade-Mark Act 
of February 20, 1905, and in particular the ^o-called ten- 
year clause of Section 5 (b) thereof, of tli0 trade-name 
“Alexandre” for gloves made of leather and fabric and 
of combinations of the same. That on or about January 
11, 1929, the said Patent Office adjudged said application 
to interfere with complainant’s said trade-mark, registered 
as aforesaid on December 8, 1925. That thereafter pro¬ 
ceedings were had in the said Patent Office whereby priority 
of adoption and use of said trade-name “Alexandre” was 
awarded to said Marshall Field & Co. That thereafter, 
on or about February 23, 1932, the said Patent! Office issued 
to said Marshall Field & Co. trade-mark registration No. 
291,811, consisting of the word “Alexandra.” A copy 
of said registration is hereto annexed, marked “Exhibit 
B,” and profert made of a certified copy thereof if re¬ 
quired. 

Tivelfth. Upon information and belief that | at all times 
up to the time when said Marshall Field & Col applied for 
said registration, it and its predecessors, if any, had never 
used the name “Alexandre” on anvj high-priced 
6 gloves or any gloves of a fanciful character meeting 
the demand which was supplied by the gloves made 
by complainant and its predecessors; that on the contrary 
at all times up to that time, the name “Alexandre” had 
been applied to medium-priced gloves of standardized type; 
and that the public in the United States of American and 
elsewhere had learned to differentiate between Ithe fanciful, 
high-priced “Alexandrine” gloves, and the standardized, 
medium-priced “Alexandre” gloves by reason of the fact 
that said “Alexandrine” gloves met different ijequirements 
from those met bv the “Alexandre” gloves; and these facts 
■were well-known to said Marshall, Field & Col 

i 

i 

i 

i 

i 



6 


ALEXANDRINE VS. 


Thirteenth. On information and belief that notwithstand¬ 
ing the facts hereinabove set forth and on or about De¬ 
cember 17, 1931, said Marshall Field & Co. filed in said 
Patent Office an application, No. 2393, for the cancella¬ 
tion of the registration of complainant’s said trade-mark, 
registered as aforesaid on December 8, 1925. That on or 
about June 8, 1932, the Examiner of Interferences sus¬ 
tained said application for cancellation and recommended 
that complainant’s said registration be cancelled. That 
thereafter complainant duly appealed to the Commissioner 
of Patents from said decision of the Examiner of Inter¬ 
ferences, and on or about October 18, 1932, the said Com¬ 
missioner of Patents affirmed the said decision. 

Fourteenth. Complainant avers that it has acquired and 
is possessed of a vested property interest and right in the 
said trade-name and trade-mark and in the continued 
maintenance of record in the United States Patent Office; 
of its said registered trade-mark hereinabove specifically 
described and that the cancellation of such trade-mark bv 
the defendant, the Commissioner of Patents, would 
7 greatly impede and embarrass the complainant in 
the continued prosecution of its business of manu¬ 
facturing and selling gloves of the type, class and style 
hereinbefore particularly described and bearing the said 
trade-mark printed or impressed thereon as aforesaid; that 
the said Marshall Field & Co. has no interest in, is not 
damaged and cannot be damaged within the meaning of 
Section 13 of said Trade-Mark Act of Februarv 20, 1905, 

*7 7 

by the continued registration of complainant’s said trade¬ 
mark, and is therefore without status or standing to justify 
or support any application by it to the Commissioner of 
Patents to cancel the registration in question; that under 
the circumstances and conditions narrated the defendant, 
Commissioner of Patents, is without true and lawful au¬ 
thority and power to cancel said trade-mark; and the can¬ 
cellation thereof under the circumstances set forth would 
constitute a deprivation of the plaintiff’s property without 
due process of law, contrary to the provisions and prohibi¬ 
tion of the Fifth Amendment to the Constitution of the 
United States. 

Fifteenth. Complainant avers that by Section 4915 of 
the Revised Statutes of the United States, remedv bv bill 
in equity is provided and afforded to all who. in like cir- 
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cumstances with complainant here, desire to avail them¬ 
selves thereof, and complainant further avers that such 
remedy so given and so applicable in the present instance 
and case would prove futile and constitute ho remedy at. 
all if pending the disposition of these proceedings on their 
merits the defendant, the Commissioner of Patents, should 
proceed or be permitted to proceed to cancel ithe registra¬ 
tion of the trade-mark above specified, as he now threatens 
to do and unless restrained by this Honorable Court will do, 
to the great and irreparable injury of complainant. 


8 Wherefore, inasmuch as complainant is without 

adequate remedy otherwise than by spell proceed¬ 
ings in equity, under and in accordance with the provisions 
of said Section 4915 of the Revised Statutes olf the United 
States, and inasmuch as complainant has exhausted its 
remedies under the existing statutes of the United States 
and the rules regulating the practice of the Patent Office in 
such cases made and provided, complainant I respectfully 


prays: 

i 

1. That pending the disposition of this cause and after 
full hearing then permanently, said defendant' Thomas E. 
Robertson, both individuallv and as Commissioner of Pat- 
ents, be enjoined from cancelling and purporting to cancel 
on, and erasing and purporting to erase from,j the records 
of the United States Patent Office the notations heretofore 
at any time made thereon evidencing or tending to evidence 
the registration in pursuance of the law of complainant’s 
trade-mark in the above bill of complaint particularly de¬ 
scribed and averred to have been duly registered in said 
United States Patent Office. 


2. That complainant have such other and further or dif¬ 
ferent relief as the Court may deem proper arid equitable. 

And the complainant will ever prav, etc. 

ALEXANDRINE, | 

BvEVARTS, CHOATE, SHERMAN 
& LEON, 

EDMUND H. PARRY, M, 

Solicitors for Complainant. 

MAURICE LEON, 

EDMUND H. PARRY, Jr., | 

Of Counsel. 
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9 State of New York, 

County of New York, ss: 

Maurice Leon, being duly sworn, deposes and says: That 
he is one of the solicitors for the complainant, Alexan¬ 
drine ; that said complainant is a foreign corporation and 
has no officer or agent within the United States of America, 
wherefore lie makes this verification for and on behalf of 
complainant and as its solicitor; that he has read the fore¬ 
going bill of complaint and knows the contents thereof; 
that the matters therein stated are true to the best of his 
knowledge, information and belief, derived from an exami¬ 
nation of original documents and of reproductions of origi¬ 
nal documents submitted to him by complainant, as also 
from other records, publications and other writings ex¬ 
amined by him, and from having acted as counsel for com¬ 
plainant in the cancellation proceeding referred to in the 
bill of complaint. 

MAURICE LEON. 

Sworn to before me this 29th day of November, 1932. 
[notarial seal.] RALPH E. REYNOLDS, 

Notary Public, Westchester Co. 

N. Y. Co. Clk. No. 1009, Reg. No. 3-R-623. 

Commission expires March 30, 1933. 

(Here follow photolithographed pages 10 and 11.) 

12 Ride to Show Cause. 

Filed December 5, 1932. 

******* 

On reading the verified bill of complaint filed herein and 
good cause being shown it is this 5th day of December, 1932 

Ordered that the defendant herein be and appear in this 
Court at the Court Room thereof in the Citv of Washing- 
ton, District of Columbia on the 9th dav of December 1932 
at. 10:00 A. M. then and there to show cause, if any he can, 
why a writ of injunction should not issue in this case en¬ 
joining and restraining said defendant from cancelling cer¬ 
tificate of registration No. 206729 dated December 8, 1925 
issued to the complainant, until the further order of the 
Court pursuant to the determination of the cause of action 
set up in the bill of complaint herein. 



Registered Dec. 8, 1925. Trade-Mark 206,729 
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UNITED STATES PATENT 0FFICE. 


iUXAISBIHS, OP PABXB, PBAVCB. 
ACT OP VSBEUABT10. 1806. 
AppUoattoa lied April ft, 1918. Serial Vo. IISJM. 


I 

i 

i 

i 

I 

I 



STATEMENT. 


To the Commhsioner of Patents: 

Alexandrine, a corporation duly organ¬ 
ized under the laws of .the Republic of 
France, and located at Paris, France, and 
doing business at Paris, 10 Rue Auber, 
France, has adopted and used the trade¬ 
mark shown in the accompanying drawing, 
for GLOVES OF LEATHER, in Class 89, 
Clothing, and presents herewith five fac¬ 
similes showing the trade-mark as actually 
used by applicant upon the goods, and re- 
tjuests that the same be registered in the 
United States Patent Office in accordance 
with the act of February 20, 1905, as 
amended. The trade-mark hcs been con¬ 
tinuously used and applied to said goods in 
applicant's business since March 27, 1925. 

The trade-mark is applied cr affixed to the 
goods, or to the packages containing the 
same, by transferring, stamping, stenciling 
or painting the mark thereon, or by a 
! -bel or sticker on which the same ia shown. 


Tie Li* 1 - 
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The undersigned hereby appoints Emil 
Bonnelycke. whose postal address is McGill 
Building, Washington, D. C., register No. 
6847, its attorney, to prosecute this applica¬ 
tion for registration, with full powers of 
substitution and revocation, ana to make 
alterations and amendments therein, to re¬ 
ceive the certificate, and to transact all busi¬ 
ness in the Patent Office connected there¬ 
with. 

Said trade-mark has been registered in 
France, No. 231520, dated March 27th, 1925, 
on an application filed March 27th, 1925. 
The said Emil Bonnelycke is designated as 
the person on whom process or notice of 
proceedings affecting the right to ownership 
of said trade-mark brought under the laws 
of the United States may be served. 

ALEXANDRINE, 

By J. GBUSS, 

A m. — - # - A -*- 

i 







Registered Feb. 23, 1932 


Trade-Mark 291,611 


UNITED STATES PATENT OFFICE 

KAMgjTX TISLD * COXPAVY, OJ CHICAGO. ILX0O2V 


ACT or TZBKTTilT SO, ISOS 


Applieatlem Sled Aafast 9, 1SSS. Serial Sa. S70JSS. 


^JXAI 


STATEMENT 


To aZZ whom, it may concern: 

Be it known that Marshall Field & Com¬ 
pany, a corporation duly organized under the 
laws of the State of Illinois, and located at 
Chicago, Illinois, and doing business at No. 
219 West Adams Street, Chicago, Illinois, has 
adopted and used the trade-mark shown in 
the accompanying drawing for GLOVES 
MADE OF LEATHER AND FABRIC 
AND OF COMBINATIONS OF THE 
SAME, in Class 39, Clothing, and presents 
herewith five specimens or facsimiles show¬ 
ing the trade-mark as actually used by ap¬ 
plicant upon the goods, and requests that the 
same be registered in the United States Pat¬ 


ent Office in accordance with the act of Feb¬ 
ruary 20,1905, as amended. 

The trade-mark has been continuously used 
and applied to said goods in-applicant’s busi¬ 
ness since January 1,1866. 

The trade-mark is applied or affixed to the 
goods, or to the packages containng the samo 
by placing thereon a printed label an which 
the trade-mark is shown. 

The mark has been in actual use as a trade¬ 
mark for ten years next preceding February 
20,1905, and such use has been exclusive. 

MAISHALL FIELD & COMPACT, 

If KEKSET COATES DEED; 
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And on the order to show cause complainant may use, 
read and refer to the bill of complaint in this |case, copy of 
said bill of complaint having been served upon the defend¬ 
ant with this order, provided a copy of this order is served 
on the defendant in this case at least 2 days before the 9th 
dav of December, 1932. 

0. R. LUHjRING, 

Justice. 

Marshal’s Return. 

Served a copy of the within order on Thomas E. Robert¬ 
son, Commissioner of Patents, 12-5-32, Personally. 

EDGAR C. SNYDER, 

U. S. Marshal in and fo'r the Dist. 
of Columbia , 

By H. C. ALLEN, j 

Deputy U. St. Marshal. 

B. ! 

13 Motion to Dismiss , by Defendant, in Response to the 

Bill of Complaint. 


# 


Filed December 13, 1932. 


* 


# 


* 


Now comes Defendant, Thomas E. Robertson, Commis¬ 
sioner of Patents, in response to the Bill of Complaint, and 
moves the Court to dismiss the Bill filed on the following 
grounds: 

i 

! 

I. The Commissioner is not a necessary or proper party 

to this suit as the question involved was an inter partes 
matter between plaintiff and Marshall Field j& Company 
and not an ex parte matter between plaintiff aiid the Com¬ 
missioner of Patents. i 

i 

II. Plaintiff’s opponents or parties in interest are not 
within the jurisdiction of the Court. 

III. Plaintiff’s lack of right to the subject-matter in¬ 
volved in this case is res adjudicata by his failure to take 
an appeal from the decision of the Commissioner of Pat¬ 
ents awarding priority of adoption and use of the trade- 


2—6107a 


i 


l 
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mark to Marshall Field & Company in the interference pro¬ 
ceeding. 

THOMAS E. ROBERTSON, 

Commissioner of Patents, 

Defendant. 

T. A. HOSTETLER, 

Solicitor for the Patent Office, 

Attorney for Defendant. 

December 12, 1932. 

14 Affidavit of Winifred G. Golden. 

Filed December 15, 1932. 

« # # • # # * 


State of New York, 

County of Neiu York, ss: 

Winifred G. Golden, being dulv sworn, savs: 

That she is over the age of twentv-one vears and is em- 
ployed in the office of Evarts, Choate, Sherman & Leon, of 
No. 44 Wall Street, Borough of Manhattan, New York City, 
who, in association with Mr. Edmund H. Parry, Jr., of the 
District of Columbia Bar, National Press Building, Wash¬ 
ington, D. C., are solicitors for the complainant herein. 

That on December 7th, 1932, deponent personally sent by 
wire through the Postal Telegraph teletype service two 
telegrams, at day letter rate, the text of which, as trans¬ 
mitted by deponent is set forth in the annexed paper, 
marked 44 Exhibit A” setting forth such messages as trans¬ 
mitted by deponent to the Postal Telegraph Company by 
means of the teletype machine used by deponent in the office 
of said solicitors for complainant. 

WINIFRED G. GOLDEN. 

Sworn to before me ths 13th day of December, 1932. 
[notarial seal.] RALPH E. REYNOLDS, 

Notary Public, Westchester Co. 

N. Y. Co. Clk. No. 1009, Reg. No. 3-R-623. 

My Commission expires March 30, 1933. 
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15 Exhibit A. I 

• i 

i 

I 

Postal Telegraph, The International System. 
Commercial Cables. All America Cables. 

i 

! 

Telegrams, Cablegrams, Radiograms. 
Mackay. Radio. 


1! 


E J 108. Dav Letter. 


New York, December 7,1932. 


Marshall Field and Company, 

Chicago, Illinois: 

Please take notice that on behalf of Alexandrine we have 
instituted suit in equity against Commissioner of Patents 
in the Supreme Court District of Columbia to enjoin can¬ 
cellation of Alexandrine trademark and have obtained rule 
to show cause for temporary injunction returnable Friday 
morning December ninth at ten o’clock Stopj This notice 
is given you pursuant to section forty nine fifteen Revised 
Statutes as amended Stop In case you desire to intervene 
and in that connection wish a postponement of motion for 
temporary injunction kindly have your attorneys advise 
us by wire promptly whereupon we will forwatd them copy 
of bill in equitv. 

EVARTS, CHOATE, CHERMAN and LEON, 

44 Wall Street , New York City . 

E J R IN 1150A 26 E J S 1 5 extra. j 


16 Postal Telegraph, The International System. 

Commercial Cables. All America Cables. 
Telegrams, Cablegrams, Radiograms. 

Mackay. Radio. 

E J 95. Dav Letter. 

New York, December 7, 1932. 

Wilkinson, Huxley, Byron & Knight, 

First National Bank Building, j 

Chicago, Illinois: 

Referring to Marshall Field and Company against Alex¬ 
andrine cancellation proceeding number twenty three 
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ninety three in United States Patent Office suit in equity 
instituted bv Alexandrine against Commissioner of Pat- 
ents in Supreme Court District of Columbia bill of com¬ 
plaint filed Monday Stop Rule to show cause for tem¬ 
porary injunction returnable Friday morning December 
ninth at ten o’clock Stop We have wired and are mail¬ 
ing notice to Marshall Field and Company pursuant to sec¬ 
tion forty nine fifteen Revised Statutes offering to consent 
to adjournment of motion if your client wishes to inter¬ 
vene. 

KVA RTS, CHOATE, SHERMAN & LEON, 

i 44 Wall Street, New York City. 

EJ R1X 1143A 26 S1E J. 

17 Affidavit of Jeanette Spahr. 

Filed December 15, 1932. 
******* 

State of New York, 

County of New York, ss .* 

Jeanette Spahr, being duly sworn, says: 

That she is over the age of twentv-one vears and is em- 
ployed in the office of Evarts, Choate, Sherman & Leon, of 
No. 44 Wall Street, Borough of Manhattan, New York City, 
who, in association with Mr. Edmund H. Parry, Jr., of the 
District of Columbia Bar, National Press Buiiding, Wash¬ 
ington, D. C. are solicitors for the complainant herein. 

That on the 7th dav of December, 1932, she mailed bv 
registered mail, as shown by the attached return receipt, a 
letter, of which the annexed is a true copy, to Marshall 
Field & Company, Chicago, Illinois, by enclosing the origi¬ 
nal thereof in a securely closed postpaid wrapper directed 
to the said Marshall Field & Company, at Chicago, Illinois, 
and depositing the same in the branch post office known 
as the “Wall Street Station”, Borough of Manhattan, City 
of New York, the same being one of the regular branch post- 
offices of the New York Citv General Post Office. 

JEANETTE SPAHR. 

Sworn to before me this 13th dav of December, 1932. 

[notarial seal.] RALPH E. REYNOLDS, 

Notary Public , Westchester Co. 

N. Y. Co. Clk. No. 1009, Reg. No. 3-R-623. 

Commission expires March 30, 1933. 


13 


CONWAY P. COE, AS COMMR. OF PATENTS. 


18 Copy. | 

i 

Evarts, Choate, Sherman & Leon, 44 Wall Street, New 

York. | 

December! 7th, 1932. 

Marshall Field & Company, 

Chicago, Illinois. j 

i 

Dear Sirs: 

i 

We beg to confirm our notice to you by wire today as 
follows: 

“New York, December 7, 1932. 

“Marshall Field & Company, 

Chicago, Illinois. 

Please take notice that on behalf of Alexandrine we have 
instituted suit in equity against Commissioner of Patents in 
the Supreme Court District of Columbia to enjoin cancella¬ 
tion of Alexandrine trademark and have obtajned rule to 
show cause for temporary injunction returnable Friday 
morning December ninth at ten o’clock Stop This notice is 
given you pursuant to Section Forty Nine Fifteen Revised 
Statutes as amended Stop In case you desire to intervene 
and in that connection wish a postponement of| motion for 
temporary injunction kindly have your attorneys advise us 
by wire promptly whereupon we will forward them copy 
of bill in equity. 

EVARTS, CHOATE, SHERMAN & LpON. 

44 Wall Street , Neiv York City. 


j > 


We also wish to confirm our notice to your attorneys sent 
by wire bv us at the same time as follows: 

I 

j 

“New York, December 7, 1932. 

“Wilkinson, Huxley, Byron & Knight, I 

First National Bank Building, ! 

Chicago, Illinois: j 

j 

Referring to Marshall Field & Company against Alexan¬ 
drine cancellation proceeding number twenty three ninety 
three in United States Patent Office suit in equity instituted 
bv Alexandrine against Commissioner of Patents in Su- 
preme Court District of Columbia bill of complaint filed 
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Monday Stop Rule to show cause for temporary injunction 
returnable Friday morning December ninth at ten o’clock 
Stop We have wired and are mailing notice to Marshall 
Field & Company pursuant to Section Forty Nine Fifteen 
Revised Statutes offering to consent to adjournment of 
motion if vour client wishes to intervene. 

EVARTS, CHOATE, SHERMAN & LEON, 

44 Wall Street, New York City.” 

We are sending a copy of this communication to your said 
attorneys. 

w 

Very truly yours, 


19 Chicago* Ill., Dec. 9, 12.30 P. M. 1932, Chicago Ave. 
Sta. 

Post Office Department, Offical Business. 

Registered article No. 320013. 

Insured parcel No. —. 

Penaltv for private use to avoid payment of postage, 
$300. 

Postmark of delivering office and date of delivery: —. 
Return to (Name of sender:) Evarts, Choate, Sherman & 
Leon: (Street and Number or Post Office Box:) 44 Wall 
St., New York, New York. 

Return Receipt. 

Received from the Postmaster the Registered or Insured 
Article, the original number of which appears on the face 
of this Card. 

MARSHALL FIELD & CO., 
(Signature or Name of Addressee.) 

EDWIN L. KECK, 

(Signature of Addressee’s Agent.) 

Date of delivery: 12/9/32. 

20 Receipt for Registered Article No. 320013, Registered 

at the Pqst Office Indicated- in Postmark. 

Fee paid:-cents. Class postage:-. (Postmark 

of:-.) 

Return Receipt fee:-. Spl. Del ’y fee:-. 
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Delivery restricted to addressee in person, 4-, or order 

» 

-• 

Accepting employee will place his initials in space indi¬ 
cating restricted delivery. 

(New York (Wall Street Sta.), N. Y., Dec. 7j, 1932, Regis- 
tered. Mailing office.) 

POSTMASTER, 
Per-1-. 

i 

Return Receipt Requested. 

Fee Paid. 

Special delivery. 


The sender should write the name of the addressee on 
back hereof as an identification. Preserve and submit this 
receipt in case of inquiry or application for indemnity. 

Registry Fees and Indemnity.—Domestic registry fees 
range from 15 cents for indemnity not exceeding $50 up to 
$1 for indemnity not exceeding $1,000. The fe£ on domestic 
registered matter without intrinsic value and for which in¬ 
demnity is not paid is 15 cents. Consult postmaster as to 
the specific domestic registry fees and as to the registry fees 
chargeable on registered parcel-post packages for foreign 
countries. Fees on domestic registered C. 0. T>. mail range 
from 25 cents to $1.20. Indemnity claims must be filed 
within one year (C. O. D. six months) from date of mailing. 

(On back:) Surcharge paid:-. Declared value:-. 

L. 
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Petition for Rehearing. 

Filed January 6, 1933. 

* * * * * 


# 


Now comes T. A. Hostetler, counsel for defendant in the 
above entitled cause and petitions the Court t<j) rehear and 
reconsider defendant’s motion to dismiss which was over¬ 
ruled on or about December 31, 1932. The grounds for 

overruling the motion are not stated. 

^ ! 

The grounds for dismissal are set forth in; the motion, 
viz.: 

I. The Commissioner is not a necessary or proper party 
to this suit as the question involved was an inter partes 
matter between plaintiff and Marshall Field :& Company 
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and not an ex parte matter between plaintiff and the Com¬ 
missioner of Patents. 

II. Plaintiff’s opponents or parties in interest are not 
within the jurisdiction of the Court. 

III. Plaintiff’s lack of right to the subject-matter in¬ 
volved in this case is res ad judicata by his failure to take 
an appeal from the decision of the Commissioner of Patents 
awarding priority of adoption and use of the trade-mark 
to Marshall Field & Company in the interference pro¬ 
ceeding. 

If ground I is overruled the Court is in effect ruling that 
defendant, Commissioner of Patents, act as counsel for 
Marshall Field & Company, of Chicago, Ill., a party not 
within the jurisdiction of this Court, and who is plaintiff 
Alexandrine’s real opponent in this controversy. The Com¬ 
missioner of Patents officially constituted the final judicial 
officer in the Patent Office who decided the contro- 
22 versy between the parties Alexandrine and Marshall 
Field & Company. To make a judicial officer in any 
proceeding counsel for the winning party in future proceed¬ 
ings is contrary, to all laws of procedure known to peti¬ 
tioner, counsel for the Commissioner of Patents. 

IT. If ground II is overruled the Court is in effect ruling 
that the case proceed with the real and only defendant not 
within the jurisdiction of the Court. The record shows 
that we have here a controversy between Alexandrine, 
plaintiff, and Marshall Field & Company as to the owner¬ 
ship of a certain trade-mark. To proceed with the cause 
under such conditions is contrary to all laws of procedure 
known to petitioner, counsel for the Commissioner of 
Patents. 

It is submitted that the overruling of grounds I and II 
is directly contrary to the well considered Opinion of Mr. 
Justice Hagner (Supreme Court of the District of Colum¬ 
bia) in the case of The Mergenthaler Linotype Company 
v. John S. Seymour, Commissioner of Patents, et al., 1894 
C. D. 186; 66 O. G., 1311. The question involved in that 
case is also here involved. The ruling was where there 
are adverse parties the Commissioner of Patents is not a 
necessary party to, and cannot be joined in a suit under 
Section 4915 R. S. In his decision Mr. Justice Hagner 
said: 
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i 

* * * And it is only in such cases “where} there is no 
opposing party,” that the Commissioner can j be vouched 
into the controversy. (Graham v. Teeter, 33 i 0. G., 758; 
25 Fed. Rep., 555). The Commissioner of Patents, an im¬ 
partial and disinterested official who cannot tye supposed 
to be antagonistic or hostile to any applicant jbefore him, 
could not be held to be an “adverse party” within the sense 
of the law unless a new meaning is to be attached to the 
expression. 

The apparent purpose of the subpoena againbt the Com¬ 
missioner is that the controversy may be conducted over 
his head against the real parties in interest, w|ho are non¬ 
residents, and although “adverse” in the sense of the law 
and against whom “no civil suit can be brought” in this 
jurisdiction, (McCormick v. Walthers, 1888 CI14 866, sec. 1, 
25 Stat., p. 433; 134 U. S., 41; National!Typewriter 
23 Co. v. Pope Mfg. Co., 65 0. G., 755) there being no 
allegation that the Rogers Typographic (Company is 
a corporation doing business within this District, no service 
can be had against it under section 790, Revised! Statutes of 
the District of Columbia.” j 

j 

As to ground III (Res Ad judicata) the record clearly 
shows that plaintiff here, when priority of adoption and 
use was awarded to Marshall Field & Company, took no 
appeal from that decision adverse to plaintiff and that 
decision thereby became res ad judicata. 

\ 

Additional Authorities. 


In the case of Hodgkin v. Action Advertising Corpora¬ 
tion, Hopkins and Robertson, Commissioner of Patents, 
Equity No. 51,330 (Supreme Court of the District of Co¬ 
lumbia), the Commissioner made a motion to dismiss as to 
himself. Ground I of the Motion w^as: 


I. That this suit is a controversy between plaintiff 
Hodgkin, and the two co-defendants, Action Advertising 
Corporation of America, a Corporation, and Charles 
Maurice Hopkins, in which controversy Thomas! E. Robert¬ 
son, the Commissioner of Patents is not concerned but he 
is ready to take appropriate action on the applications in- 


3—6107a 


l 
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volved upon the filing in the Patent Office of any decree 
that mav be issued in this suit. 

That case, like the present one, was a contested case 
which did not concern the Commissioner and in which he 
could not properly take sides. 

On May 9, 1930, Mr. Justice Bailey granted the motion, 
signing the following Order: 

Order Dismissing Action as to Commissioner of Patents 
and Discontinuing Him as Party Defendant. 

Upon a hearing duly held, upon motion filed by Thomas 
E. Robertson, Commissioner of Patents, that the above 
mentioned suit ihe dismissed as to him, and that he be dis¬ 
continued as party defendant in the same, it appearing 
to this Court that said motion should be granted, it is 
hereby ordered that the above mentioned suit be and 
*24 it is hereby dismissed as to said Thomas E. Robert- 
son, Commissioner of Patents, and it is further or¬ 
dered that the said Commissioner of Patents be and he is 
hereby discontinued as party defendant in this suit. 


A similar situation arose in the case of Panhard Oil Cor¬ 
poration v. Thomas E. Robertson, Commissioner of Pat¬ 
ents, Equity Xo. 52,008, (Supreme Court of the District 
of Columbia). That case also was a contested case between 
plaintiff and Society Anonyme, etc. The Commissioner 
not being a proper party to the suit in that case (same as 
in the instant case) made a motion to dismiss. Ground two 
of the motion was: 


Second: That 


Commissioner of Patents is not 


proper party to this suit and the proper party is not joined 
herein since, as appears from the Bill of Complaint, the 
action complained of was rendered in a cancellation pro¬ 
ceeding instituted in the Patent Office under the authority 
of Section 13 of the Trade-Mark Act of 1905, in which 
proceeding the petitioner for cancellation was Societe 
Anonvme des Anciens Etablissements Panhard & Levassor 


and the registrant, the respondent in that proceeding, is 
the plaintiff herein. 


The motion to dismiss was granted November 9, 1931, 
by Mr. Chief Justice Wheat. A petition for rehearing was 
filed. The Chief Justice however adhered to his former 
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ruling and on April 4, 1932, signed a decree dismissing the 
Bill. | 

The question before the Court is whether the Commis¬ 
sioner of Patents may be made a defendant in contested 
cases. This Court, by overruling the motion to dismiss, has 

in effect said ves. 

& 

The Court (Mr. Justice Bailey) in Hodgkins! v. Action 
Advertising, Hopkins and Robertson, Commissioner of 
Patents, Equity No. 51,330, in granting the motion has in 
effect said No. 

The Court (Mr. Chief Justice Wheat), in Panhard v. 
Robertson, Commissioner of Patents, Equity No. 52,008, in 
granting the motion has in effect said NoJ 
25 The Court (Mr. Justice Hagner) in Metgenthaler 
v. Seymour, Commissioner of Patents (anc| other par¬ 
ties), (decided January 20, 1894), in granting a similar mo¬ 
tion also in effect said No. The ruling of Mir. Justice 
Hagner is supported by numerous authorities cited in his 
decision. This case is reported in 1894 C. D. 18(j; 66 0. G. 
3311. 


Re Baldwin v. Howard-Robertson, 265 U. S.i 168; 327 

O. G. 5. 

It is barely possible that the Court was misled by the de¬ 
cision of the United States Supreme Court in Baldwin v. 
Robertson, Commissioner of Patents, and Howard. It 
should be noted that the Commissioner of Patents took no 
part in that litigation except pro forma . Note tjhat in the 
published decision there is no appearance or brief for the 
Commissioner of Patents by counsel from the Patent Of¬ 
fice or from the Department of Justice. The facts were as 
follows: When the original Bill was filed the rehl defend¬ 
ant came in before a motion to dismiss was filed (as should 
have been done). Counsel for Howard conducted the en¬ 
tire defense in that case. Obviously if the Commissioner 
of Patents does not deem it necessary to make a [motion to 
dismiss as to himself in one case where a defendant appears 
voluntarily, that does not estop him from making such a 
motion in similar cases where the defendant does not ap¬ 
pear. 

Section 4915 R. S., under which equity suits are brought, 
refers to patents or applications therefor, but sa#s not one 
word about trade-marks. Whether Section 4915 R. S. ap¬ 
plied to trade-marks was the question involved in I that suit. 
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The question whether the Commissioner is a party litigant 
was not before the Court for adjudication as appears 

26 from that part of the decision following quoted Sec¬ 
tion 4915 R. S. All reference to that question may 

therefore be regarded as mere obiter. In the following 
paragraph beginning with “We have held” the Court held 
Section 4915 R. S. “applicable to a petition for the regis¬ 
tration of a trade-mark when rejected by the Commis¬ 
sioner”. That is an ex parte matter—one party applies 
for registration; the Commissioner refuses. That is not a 
contested case (as an opposition, an interference, or a can¬ 
cellation). It is therefore clear that in ex parte cases the 
Commissioner of Patents would be a proper party defend¬ 
ant under Section 4915 R. S. and the Court so ruled al¬ 
though that matter was never controverted bv anv one in 
the Patent Office or in the Courts so far as known; at anv 
rate it was not controverted in the case. However the Com¬ 
missioner of Patents is never a party litigant in any con¬ 
tested patent or trade-mark case and there is where the 
Supreme Court made the error in its obiter statement in 
failing to distinguish between contested and ex parte cases. 
In order to get the true meaning of the decision, the state¬ 
ment in the decision “against the Commissioner” must be 
construed to apply only to ex parte cases, as it is only in 
such ex parte cases that registration is refused an ap¬ 
plicant. 

Now with respect to the statement: “This necessarily 
would give to one defeated by the Commissioner as a party 
to an application for the cancellation of the registration of 
a trademark, ‘ * * a right to resort to an independent 

bill in equity against the Commissioner to prevent cancella¬ 
tion”. Cancellation proceedings are contested cases be¬ 
tween a petitioner for cancellation and a respondent whose 
mark is sought to be cancelled—hence the language “give 
to one defeated by the Commissioner”. In a cancellation 
proceeding one party may defeat another but the 

27 Commissioner in contested cases never “defeats” 
either of the parties not any more than a Justice of 

this Court “defeats” a plaintiff or a defendant, although 
one litigant .defeats the other. All this goes to show that 
the Supreme Court in the statement “against the Commis¬ 
sioner” had in mind ex parte cases and not contested cases 
or else the Court overlooked the fact that contested cases 
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the Supreme 


were between two or more parties in which the Commis¬ 
sioner of Patents was the judicial officer in thej Patent Office 
and when the contested case reached the courts the contest¬ 
ing parties were necessarily the same and the Justice or 
Judge was the judicial officer. 

It is submitted that the matter referred to inj 
Court decision is susceptible of no other logical interpreta¬ 
tion consistent with universally accepted practice and pro¬ 
cedure including patent and trade-mark matters. 

Can any one imagine any legal proceeding j anywhere in 
which two parties, say A v. B, are contestants and when A 
gets a decision against him from the Judge, A!drops B and 
substitutes the Judge in B's place on the ground that the 
Judge decided against him, and the case would Itlien proceed 
as A v. Judge. All interference and cancellation proceed¬ 
ings are u Av. B” cases—two opposing parties. One party 
alone can have no interference or cancellation even if the 
Commissioner of Patents is improperly or inadvertently 
made a party to such a contested case. i 

It is submitted that in view of the showing made the peti¬ 
tion for rehearing should be granted. 

T. A. HOSTETLER, 

Solicitor for the Patent Office, 

Attorney for Defendant. 

January 6, 1933. 

%/ 7 


28 District of Columbia, 

City of Washington, ss: 

\ 

T. A. Hostetler, being duly sworn deposes and says that 

he is a member of the bar of this Court and i^ counsel for 

Thomas E. Robertson, Commissioner of Patents, defend- 
. 1 
ant herein. 

That he has been in the United States Patent Office for 
more than thirty years, during which time ljie has been 
consecutively Assistant Examiner, Examined, Law Ex¬ 
aminer, and Solicitor for the Patent Office. Duxjing the past 
twelve vears he has had charge of the court work of the 

* 'w' 

Patent Office and performed legal work pertaining to Pat¬ 
ent and Trade-Mark matters in the Patent Officje. 

That there are in the Patent Office a largej number of 
contested trade-mark cases known as Opposition, Inter¬ 
ference and Cancellation Proceedings, in which the Com- 
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raissioner of Patents acts as a judicial officer and not as a 
party litigant. 

That he verily believes it to be improper to make the 
Commissioner of Patents a party litigant in such contested 
cases either in the Patent Office or in the Courts. 

That he believes that he would be severelv criticised bv 
. • # « 
the Bench and by the Patent Bar if he permitted a prece¬ 
dent to be established that the Commissioner of Patents 
may be made a party litigant in contested opposition, in¬ 
terference and cancellation proceedings in the Courts. 

That he has made this petition for rehearing in good 
faith and not for the purpose of delay and solely for cor¬ 
recting what he regards as an erroneous ruling. 

T. A. HOSTETLER, 
Solicitor for the Patent Office. 


29 Subscribed and sworn to before me this 6th day 
of Januarv, 1933. 

[notarial seal.] ALBERT W. KAISER, 

Notary Public. 

Copv received Januarv 6, 1933. 

! ‘ EDMUND H. PARRY, Jr. 


Answer to Defendant's Petition for Rehearing. 


Filed January 17, 1933. 




* 


* 


To the Honorable the Supreme Court of the District of 

Columbia: 

Now comes Alexandrine, the complainant, by its solici¬ 
tors, Evarts, Choate, Sherman & Leon, and Edmund H. 
Parry, Jr., and as an answer to the defendant’s petition for 
rehearing of defendant's .motion to dismiss the bill of com¬ 
plaint, denies that the petition sets up any matter or 
ground, or any error of law apparent upon the record such 
as would justify the granting of a rehearing. 

Wherefore complainant prays that the said petition for 
rehearing be denied. 

o 

And further answering the petition, the complainant re- 
spoctfullv shows: 

I. Except for the citation of two unreported cases in this 
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District, which upon investigation are found not to be in 
point, as will be shown hereinafter, the petition is a 

30 mere reiteration of contentions and argument al¬ 
ready presented to the Court on behalf of the Com¬ 
missioner. No opinions were handed down in the two un¬ 
reported cases. 

The grounds upon which Courts ordinarilyj grant reargu¬ 
ments are that any question decisive of the case and duly 
submitted by counsel has been overlooked by I the Court and 
that the decision is in conflict with an express statute or 
with a controlling decision either overlooked bv the Court 
or to which attention was not drawn either through .neglect 
or inadvertence of counsel. (Ry. Register Mfg. Co. v. 
North Hudson R. Co., 26 Fed. 411.) 

No such claim is made in the petition, thej gist of which 
is that there has been judicial error in failing to sustain 
the motion to dismiss upon the grounds on! which it was 
made and with due regard to the authorities before the 
Court on the argument. 

The fact that there may be judicial error ip the decision, 
where it is appealable, is no ground for grafting a rehear¬ 
ing, but the party claiming itself to be aggrieved should 
proceed with its appeal. ( Southern Development Co. of 
Nevada v. Silver, 87 Fed. 418.) j 

There is nothing to prevent the Commissioner from ob¬ 
taining prompt review by appeal of the questions now fully 
argued and concerning which another argument is sought, 
by appeal from the order of the Court which will provide 
for an injunction and will, therefore, be appealable. No 
rehearing or reargument is granted by Federal Courts to 
permit of reiteration of arguments already heard. ( Hos - 
tetter Co. v. Comerford, 99 Fed. 834; Pittsburgh Reduction 
Co. v. Cowles Elec. S. & A. Co., 64 Fed. 124 Giant Power 
Co. v. California V. P. Co., 5 Fed. 197; tufts v. Tufts, 

31 Federal Case #14,232. j 

II. Neither of the two additional authorities is in 

point: 

Panliard Oil Corporation v. Robertson, Equity #52008, 
is a case in which the plaintiff, Panhard Oil: Corporation, 
after being defeated in the Cancellation Proceeding in the 
Patent Office, instead of proceeding by bill in equity, under 
Section 4915 R. S., elected to appeal and did jappeal to the 
Court of Customs and Patent Appeals. After being de¬ 
feated there on appeal, it brought action by bill in equity 
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seeking “a construction of the Trade Mark Act of 1905, as 
amended, and injunctive and other relief against the Com¬ 
missioner of Patents”; the theory of the bill being that 
Section 4915 R. S. applied only to patents and not to trade¬ 
marks. In its petition for rehearing, the plaintiff, Pan- 
hard Oil Corporation, alleged “Plaintiff denies that a trade¬ 
mark registration is subject to Section 4915.” In other 
words, the said plaintiff proceeded on the theory that it had 
a remedy in equity, after appealing to the Court of Cus¬ 
toms and Patent Appeals, wholly outside of Section 4915 
R. S. and notwithstanding the fact that that Statute allows 
a remedy by bill in equity only as an alternative to the 
appeal. 

The Commissioner moved to dismiss the bill on grounds 
of which the following is a summary: 

1 . That this Court has no power to review a decision of 
the Court of Customs and Patent Appeals; 

2. That the Commissioner was not a proper party to the 
action; 

3. That the decision of the Court of Customs and Patent 

Appeals was controlling; 

32 4. That plaintiff should have proceeded in ac¬ 

cordance with Section 4915 R. S. and had waived 
its right to remedy in equity by appealing to the Court of 
Customs and Patent Appeals and that there was no other 
statutory provision under which plaintiff could sue. 

The motion to dismiss the bill was granted without opin¬ 
ion and rehearing was denied. 

In Hodgkin v. Action Advertising Corporation , Hopkins 
and Robertson, no question of a registered trade-mark or 
of a patent was ipvolved, and the case was in no way based 
upon Section 4915 R. S., but involved an assignment of 
property rights in inventions and applications for patents, 
and the attempt was made to bring in the Commissioner 
because such an assignment had been recorded in the Pat¬ 
ent Office. The bill was entitled “Bill for accounting to 
recover applications for letters patent and other relief,” 
and sought among other things the reassignment of the 
patent applications to plaintiff. 

Mr. Hostetler, as solicitor for the Patent Office, brought 
a motion to dismiss the bill as to the Commissioner on the 
ground that the controversy was onlv between the other 
parties to the action, and on the further ground that the 
Commissioner is authorized by statute to record assign- 
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ments and that an injunction issued against him as sought 
would restrain him from carrying out his statutory duties. 
The order dismissing the bill as to the Commissioner fol¬ 
lowed. 

A careful study of the proceedings in thebe two cases 
demonstrates that the real reason why these Itwo authori¬ 
ties were not cited bv the learned counsel f6r defendant 
upon the argument was because obviously neither case was 
even remotely in point and the learned counsel for the de¬ 
fendant under the circumstances has made concerning these 
two cases assertions in the petition for rehearing 
33 which are untenable. But the facts stated in this 
answer should prevent the Court being j misled. 

III. In seeking to persuade the Court that! the decision 
of the Supreme Court of the United States ih Baldwin v. 
Howard Co. and Robertson, 265 U. S. 168 did not settle the 
law, the learned counsel for the defendant argues that he 
should have moved to dismiss in the Baldwin pase, but the 
fact that he did not do so does not estop him £rom making 
such a motion in this case. Complainant never contended 
that any estoppel was involved. 

What the petition, however, ignores, but what was fully 
presented on complainant’s part on the argument is: 

First, that intervention in no event can aid| jurisdiction 
where jurisdiction is non-existent; 

Second, that the Commissioner, as was his right, left the 
argument as to the construction of the Statute to counsel 
for the Howard Company, that the latter made Substantially 
the same contentions which were urged by tjlie Commis¬ 
sioner in this cause and that therefore the Question was 
fairly and squarely before the Supreme Court of the United 
States for decision; 

Third, that had the Supreme Court in considering the 
case and construing the Statute reached th^ conclusion 
that jurisdiction was lacking to support the injunction 
order, it would have been the duty of that Cpurt to sus¬ 
tain the dismissal of the bill as directed by tjie Court of 
Appeals of the District of Columbia whether! or not the 
Commissioner had moved for such a dismissal and whether 
his contentions had been presented directly or through 
counsel for the Howard Company. 


4—610 (a 


i 
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34 In this connection, attention is respectfully called 
to the following features found in the report of the 

Baldwin case in the United States Supreme Court, 265 
U. S. 168, which is entitled “U. S. ex relatione The Baldwin 
Company v. Robertson as Commissioner of Patents and 
R. S. Howard Co.” The case is described thus: 

“Appeal from decree of the Court of Appeals of the 
• District of Columbia reversing a decree of the Supreme 
Court of the District, which enjoined the cancellation of a 
trade-mark registration , and directing that the bill be dis¬ 
missed for want of jurisdiction.” (At page 168; under¬ 
scoring ours.) 

In this connection, attention is respectfully called to the 
summary of the argument on behalf of Howard Company, 
as appellee, which is contained in the head notes of the 
report of the case at pages 168 to 175 inclusive, imme¬ 
diately preceding the opinion of the Court, written by Mr. 
Chief Justice Taft. At page 171 the following language 
will be found, in said head notes: 

“To interpret <$4915 as authorizing the action at bar 
which is to enjoin the cancellation of a trade-mark registra¬ 
tion requires a rewriting of § 4915 and the incorporation 
into the section of both words and subject matter entirely 
foreign to its present plain language.” (Underscoring 
ours.) 

Notwithstanding the foregoing features found in the re¬ 
port of the case which made it abundantly plain not only 
that the Commissioner was a party litigant but that the 
same fundamental contention now made on behalf of the 
Commissioner was made at that time against an equity 
suit likewise brought against the Commissioner, the peti¬ 
tion for rehearing states at page 5: 

“The question whether the Commissioner is a party 
litigant teas not before the Court for ad judication as ap¬ 
pears from that part of the decision following quoted Sec¬ 
tion 4915. All reference to that question may therefore 
be regarded as mere obiter.” 

35 With all due deference to the learned counsel for 
defendant, this reiteration of his contention upon 

the argument will not stand scrutiny; indeed, upon refer¬ 
ence to the opinion — the United States Supreme Court, it is 
found to be lacking any foundation. 
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Upon the argument we called attention to jthe language 
of the Court at page 180 which, not once but tkvice, upholds 
the validity of a bill in equity against the Commissioner 
under Section 4915 R. S. to enjoin the cancellation of a reg¬ 
istered trade-mark. For the Court’s convenience, we re¬ 
peat this language here: 

“It is not an undue expansion of that coinstruction to 
hold that the final words were intended to furnish a remedy 
in equity against the Commissioner in every Case in which 
by §9 an appeal first lies to the Court of Appeals. This 
necessarily tvould give to one defeated by the Commis¬ 
sioner as a party to an application for the cancellation of 
the registration of a trademark , * * * aj right to re¬ 

sort to an independent bill in equity against the Commis¬ 
sioner to prevent cancellation.” (Underscoring ours.) 

Fourth, nor does the petition attempt to explain how the 
United States Supreme Court could have spoken inadvert¬ 
ently when in a later case, Morris v. Work , 266 U. S. 481, 
486, it cited Baldwin v . Robertson, in connection with the 
same principle, namely, where “relief by injunction has 
been granted against the head of an executive! department, 
or other officer, of the Government to enjoin qn official act 
on the ground that it was not within the authority con¬ 
ferred, or that it was an improper exercise I of such au- 
thoritv * * | 

The petition states: 

“It is barely possible that the Court was misled by the 
decision of the United States Supreme Court ih Baldwin v. 
Robertson, Commissioner of Patents, and Howard.” 

Indeed, the Court could not be misled by that de- 
36 cision which lays down a rule not to be disregarded 
by federal courts, but if it were to disregard the true 
effect of that decision as is urged by the learned counsel 
for defendant, it would be misled. I 

Reluctantly, but unavoidably, counsel for pomplainant 
find themselves constrained to object to a statement in¬ 
corporated by the learned counsel for defendant in the 
oath forming part of his petition for rehearing, j That state¬ 
ment is as follows: 

i 

“That he believes that he would be severely Criticised by 
the Bench and by the Patent Bar if he permitted a prece¬ 
dent to be established that the Commissioner! of Patents 
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may be made a party litigant in contested opposition, in¬ 
terference and cancellation proceedings in the Courts.” 

* 

The implication of this language is that the Court would be 
severely criticized if it adhered on rehearing to the decision 
already made. This attempted intimidation of the Court 
is, we submit, fair neither to it nor to complainant. The 
precedent established, which is controlling upon the Court, 
is that of the Supreme Court of the United States, and in 
conforming to it this Court would not be subject to just 
criticism. That it will not be swayed by criticism which is 
unjust should be plain to the learned counsel for defend¬ 
ant. 

For all of the foregoing reasons, the complainant re¬ 
spectfully prays that the petition for rehearing be denied. 
Dated, Januarv 16th, 1933. 

ALEXANDRINE, 

Complainant, 

BvEVARTS, CHOATE, SHERMAN & 
LEON, 

EDMUND H. PARRY, Jr., 

Solicitors for Complainant. 

MAURICE LEON, 

EDMUND H. PARRY, Jr., 

Of Counsel. 


Service of Copv of Answer Acknowledged—Jan. 17,1933. 

"i T. A. HOSTETLER. 

37 State of New York, 

County of Neiv York, ss: 

Maurice Leon, being duly sworn, deposes and says: 

That he is one of the solicitors for complainant and is of 
counsel for complainant herein. 

That he has read the foregoing answer to the defend¬ 
ant's petition for rehearing subscribed by him, and that 
the same is true to the best of his information, knowledge 
and belief. 

MAURICE LEON. 


Sworn to before me this 16th dav of Januarv, 1933. 
[notarial seal. ] RALPH E. REYNOLDS, 

Notary Public, Westchester Co. 

N. Y. Co. Clk. No. 1009, Reg. No. 3-R-623. 

Commission expires March 30, 1933. 
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! . 

Opinion, on Rehearing of the Motion to Dismiss the Bill . 

Filed June 26, 1933. 




* 


* 


■x 


This is a bill in equity under 35 U. S. C. A. Se|c. 63 wherein 
the plaintiff seeks to enjoin the Commissioner of Patents 
from cancelling a trade-mark. The Commissioner files a 
motion to dismiss the bill on the grounds, (lj) that he is 
not a necessary or proper party, as the question involved 
is an inter partes matter between the plaintiff and Mar¬ 
shall Field & Company, and not an ex part d matter be¬ 
tween him and the plaintiff; (2) that plaintiffjs opponents 
or parties in interest are not within the jurisdiction of the 
court, and (3) that the plaintiff’s lack ofj right to the 
38 subject matter involved in this case is res judicata 
by his failure to take an appeal from jtlie decision 
of the Commissioner of Patents awarding priority of adop¬ 
tion and use of the trade-mark to Marshall Field & Com¬ 
pany in the interference proceedings. 

The bill, among other things, alleges that on j the 8th day 
of December, 1925, the United States Patent Office issued to 
the plaintiff trade-mark registration No. 206,729 for gloves 
of leather, consisting of a shield featuring the shadow of 
a glove and surrounded by a circular wreath!with plain¬ 
tiff’s name “Alexandrine” superimposed in distinctive type 
across and within the design, and that on or aljout the 8th 
day of August, 1928, Marshall Field & Company applied 
under the so-called ten year clause of Sec. 5j (b) of the 
Trade Mark Act of February 20, 1905 (15 U. S. C. A. Sec. 
85) for the registration of the trade name “Alexandre” 
for gloves made of leather and fabric and combinations of 
the same. It is alleged that on or about the 11th dav of 
January, 1929, the Patent Office adjudged the j application 
of Marshall Field & Company to interfere with the plain¬ 
tiff’s trade-mark registered as aforesaid on the} 8th day of 
December, 1925, and that thereafter such proceedings were 
had in the Patent Office as that priority of adoption and 
use of said trade name was awarded to Marshall Field & 
Company, and thereafter, on or about the 23d <jlav of Feb¬ 
ruary 1932 the Patent Office issued to Marshall Field & 
Company trade-mark registration No. 291,811] consisting 
of the word “Alexandre.” 
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It is further alleged that on or about the 17th day of 
December, 1931, Marshall Field & Company filed in the 
Patent Office an application for the cancellation of 

39 the registration of the plaintiff’s trade-mark reg¬ 
istered on the 8th day of December, 1925, and that 

on June 8, 1932, the Examiner of Interferences sustained 
said application for cancellation whereupon the plaintiff 
duly appealed from such decision to the Commissioner of 
Patents, who affirmed the same on the 18th dav of October, 
1932. 

There are allegations in the bill asserting prior adop¬ 
tion and use of; the trade-mark by the plaintiff and its 
predecessors from the year 1864 to March 27, 1925 and con¬ 
tinuously thereafter. The bill was filed in this court on the 
5th dav of December, 1932. 

The first and second grounds of the motion to dismiss 
present the question whether or not Marshall Field & Com¬ 
pany is an indispensable party to this proceeding. 

It is provided by Sec. 7 of the Trade Mark Act of Feb¬ 
ruary 20th, 19051(15 U. S. C. A. Sec. 87), that “whenever 
application is made for the registration of a trade-mark 
which is substantially identical with a trade-mark appro¬ 
priated to goods of the same descriptive properties for 
which a certificate of registration has been previously is¬ 
sued to another * * * as, in the opinion of the Com¬ 

missioner, to be likely mistaken therefor, he may declare 
that an interference exists as to such trade-mark, and in 
everv case of interference * * * he shall direct the 

examiner in charge of interferences to determine the ques¬ 
tion of the right of registration to such trade-mark * * * 
upon such notice to those interested as the Commissioner 
may by rules prescribe.” 

It is further provided by this section of the Act that 
“the Commissioner * * * ma y register the mark as a 

trade-mark for the person first to adopt and use the mark, 
if otherwise entitled to register the same, unless an 

40 appeal is taken, as hereinafter provided for, from 
his decision, by a party interested in the proceeding, 

within such time (not less than twenty days) as the Com¬ 
missioner may prescribe.” 

According to the allegations of the bill, the practice thus 
outlined was followed, but no appeal was taken from this 
award under Sec. 9 of the Act (15 U. S. C. A. Sec. 89), nor 
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did the plaintiff avail itself of the remedy by hill in equity 
under 35 U. S. C. A. Sec. 63. j 

The proceeding in this court under Sec. 14915 of the 
Patents Act (35 U. S. C. A. Sec. 63) is authorised by Sec. 9 
of the Trade Mark Act (15 U. S. C. A. Sec. 89). Baldwin 
Co. v. Robertson, et al., 265 U. S. 168. That section makes 
provision for appeal in the ex parte case of a;“simple re¬ 
fusal of registration,” and “from decisions of the Patent 
Office in three different kinds of adversary proceedings 
therein,” that is in cases of (1) interferences as to a trade¬ 
mark (2) opposition to the registration of a tragic-mark and 
(3) application for the cancellation of the registration of 
a trade-mark “on complying with the conditions required 
in case of an appeal from the decision of the Commissioner 
by an applicant for a patent, or a party to an interference 
as to an invention, and the same rules of practice and pro¬ 
cedure shall govern in every stage of such proceedings, as 
far as the same may be applicable.” Amerieati Foundries 
v. Robertson, et al., 262 U. S. 209. 

Sec. 4915 of the Patents Act (35 U. S. C. A.I Sec. 63) as 
amended by the Act of March 2, 1927, reads as follows: 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless! appeal has 
been taken from the decision of the board of appeals to the 
United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided, in which 
41 case no action may be brought under this section, 
may have remedy by bill in equity, if file$ within six 
months after such refusal; and the court having cognizance 
thereof, on notice to adverse parties and other due proceed¬ 
ings had, may adjudge that such applicant is entitled, ac¬ 
cording to law, to receive a patent for his invention, as 
specified in his claim, or for any part thereof, as the facts 
in the case may appear. And such adjudication if it be in 
favor of the right of the applicant, shall authorize the com¬ 
missioner to issue such patent on the applicant filing in the 
Patent Office a copy of the adjudication and otherwise com¬ 
plying with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shall be served 
on the commissioner; and all the expenses of the proceed¬ 
ing shall be paid by the applicant, whether the final de¬ 
cision is in his favor or not. In all suits brought hereunder 
where there are adverse parties the record in the Patent 

i 

j 
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Office shall be admitted in whole or in part, on motion of 
either party, subject to such terms and conditions as to 
costs, expenses, and the further cross-examination of the 
witnesses as the court may impose, without prejudice, how¬ 
ever, to the right of the parties to take further testimony. 
The testimony and exhibits, or parts thereof, of the record 
in the Patent Office when admitted shall have the same 
force and effect as if originally taken and produced in the 
suit.” 

The proceeding under this section is not in the nature of 
an appeal from the Patent Office, but a trial de novo , with 
full power vested in the equity court to hear the evidence 
and make its own findings and adjudication, independent of 
the proceedings had in the Patent Office. Butterworth v. 
Hoe, 112 U. S. 50; Lucke, et al. v. Robertson, — App. D. C. 
—, decided May 8, 1933. 

This means a proceeding in a court of the United States, 
having original equity jurisdiction under the patent laws, 
according to the ordinary course of equity practice and 
procedure. Butterworth v. Hoe, supra. In the case of the 
adversary proceeding of cancellation, the party to “an ap¬ 
plication for the cancellation of the registration of a trade¬ 
mark,” who “is dissatisfied with the decision of the Com¬ 
missioner of Patents” may have his remedy by bill in 
equity under Sec. 4915 (35 U. S. C. A. Sec. 63), but only 
according to the ordinary course of equity practice 
42 and procedure. This requires that indispensable 
parties must be joined in the suit. An indispensable 
party is one whose interests in the subject matter of the 
litigation are so intimately bound up with it that it would 
be inequitable in his absence to enter a decree affecting it. 
Clepliane Eq. PI. & Pr. 47. This general rule of equity 
practice and procedure is recognized in that part of Sec. 
4915 providing that the court having cognizance of the 
bill in equity “on notice to adverse parties and other due 
proceedings had, may adjudge that such applicant is en¬ 
titled, according to law, to receive a patent for his inven¬ 
tion, as specified in his claim or any part thereof, as the 
facts in the case may appear.” This language is applicable 
to the case here under consideration, and Marshall Field & 
Company, who initiated the cancellation proceeding in the 
Patent Office against the plaintiff and there prevailed, must 
be regarded as an adverse party within the meaning of 
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that section, and therefore, is an indispensable jparty to this 
suit. Hazeltine Corporation v. White, 2 F. Siipp. 94. And 
where there are adverse parties, the Commissioner of Pat¬ 
ents is neither a necessary nor a proper party to a bill 
under such section. Butterworth v. Hoe, supra; U. S. v. 
Duell, 172 U. S. 576, affirming Bernadin v. Duell, 13 App. 
D. C. 379; Bernadin v. Seymour, 10 App. D. C. ^94; Mergen- 
thaler Linotype Co. v. Seymour, et al., 66 0. Gi. 1311. 

The case of Hazeltine Corporation v. White, jsupra, arose 
in the Eastern District of New York, and was ajsuit brought 
pursuant to the provisions of 35 U. S. C. Aj Sec. 63, as 
amended. 

It appears from the bill of complaint in that case 
43 that two interferences were declared b^ the Patent 
Office on applications of the defendant;, Sidney Y. 
White, and of one Carl E. Trube, through whom the plain¬ 
tiff claims. Priority was awarded to the defendant White. 

In addition to White and Trube, one Daley was a party to 
one of the interferences, and Daley and Roberts were par¬ 
ties, in addition to White and Trube, to the other. 

One of the questions presented was whether or not the 
defendant White was the only necessary and indispensable 
party to the suit, and in disposing of that question Galston, 
D. J., said: 

“The question narrows itself to this: Do the rights ac¬ 
cruing to Daley and Roberts under Section 4915 to bring 
suit similar to the cause instituted by plaintiff,j make them 
adverse parties within the meaning of the sectipn? If this 
court has jurisdiction of the present suit, it likewise would 
havq jurisdiction in suits which might be brought by Daley 
and Roberts against White. Conceivably, if three causes, 
instead of one, were tried, it would be possible io reach the 
ridiculous conclusion that Trube was earlier than White, 
and therefore, was entitled to the patent; that, Daley was 
prior to White, and that he was entitled to a patent; and 
thirdly, that Roberts was prior to White, and that he was 
entitled to a patent. Thus this court would be certifying to 
the Commissioner of Patents in effect, if such procedure 
were followed, that each of the unsuccessful parties was 
entitled to a patent as against White. The result is a legal 
absurdity.” 

I 
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“Hence it must De concluded that so long as Daley and 
Roberts have the right afforded by Section 4915, they are 
adverse parties within the meaning of the law. Cleveland 
Trust Co. v. Nelson, 51 P. (2d) 276. Of course, this court 
should not entertain jurisdiction in the absence of such in¬ 
dispensable parties. Ettenberg v. Blair, 36 F. (2d) 989.” 

The motion to dismiss the bill was granted, with leave to 
file an amended bill to include Roberts and Daley as adverse 
parties. 

In Mergenthaler Linotype Co. v. Seymour, supra, the 
plaintiff filed its bill in this court against the Commissioner 
of Patents and others under Sec. 4915 to obtain a pat- 
44 ent which had been refused in interference proceed¬ 
ings in the Patent Office. The Commissioner de¬ 
murred to the bill because of the misjoinder of him as one of 
the parties defendant. It was contended on behalf of the 
plaintiff that the Commissioner was an adverse party. In 
disposing of this contention, Mr. Justice Hagner said: 

“But I think the Commissioner can no more, in any just 
sense, be considered as occupying such a relation to the 
application, within the meaning of the law, than the 
Supreme Court of the District of Columbia could be so con¬ 
sidered. True the Commissioner has affirmed a decision of 
his official subordinates, which was unfavorable to the pre¬ 
tensions of the complainant; but his decision was a judicial 
act, just as the ruling of the Supreme Court of the Dis¬ 
trict of Columbia would be when it should affirm or reverse 
the Commissioner’s ruling. It would be a strange proceed¬ 
ing to summon the court to appear and answer a bill like 
the present upon the pretense that it was an adverse 
party. ’ ’ 


####•*# 


“The language of the latter part of Section 4915 seems 
also to be inconsistent with the notion that the Commis¬ 
sioner was to be g party to the suit thereby authorized, for 
it declares that if the decision should be that the applicant 
is entitled to receive a patent for his invention the adjudica¬ 
tion shall authorize the Commissioner to issue such patent 
on the applicant filing in the Patent Office a copy of the ad¬ 
judication. This would seem to be a superfluous require¬ 
ment if, as is contended by complainant, the Commissioner 
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was already a party to the litigation, fully cognizant of 
the decision, and thereby judicially notified <j)f what it had 
become his plain duty to do.” 1 

Since Marshall Field & Company is an; indispensable 
party, the court is without jurisdiction to enter a decree in 
its absence. The bill alleges that this company is a resident 
of the State of Illinois. Therefore, jurisdiction of this 
proceeding is in the District Court of the United States for 
the Northern District of Illinois. j 

The question presented by the third grouhd of the mo¬ 
tion to dismiss is whether or not the decision in the inter¬ 
ference proceeding in the Patent Office awarding 
45 priority of adoption and use of the mark to Marshall 
Field & Company is final and res judicata , and, there¬ 
fore, because no appeal has been taken frorfi that award, 
the plaintiff is estopped to deny the right of Marshall Field 
& Company to have the mark “ Alexandrine ’ f canceled. 

In support of this ground of the motion tihe defendant 
relies upon the cases of Great Bear Spring Co. v. Bear 
Lithia Springs Co., 47 App. D. C. 434, and Blijithenthal and 
Brickart v. Bigbie Bros, and Co., 33 App. D. 0. 209. Each 
of these cases was an appeal to the Court of Appeals of the 
District of Columbia from a decision of the (Commissioner 
of Patents. In the case of Great Bear Spring Co. v. Bear 
Lithia Springs Co., supra, the appeal was from a decision 
of the Commissioner canceling a registered trade-mark. In 
the case of Bluthenthal and Brickart v. Bigbie Bros, and Co., 
supra, the appeal was from a decision of the Commissioner 
dismissing an opposition to the registration! of a trade¬ 
mark. 

A similar situation arose in the case of American Fruit 
Growers, Inc. v. John Braadland, Ltd., 45 F. (2d) 443, 
where the Court of Customs and Patent Appeals, in an ap¬ 
peal from the decision of the Commissioner of Patents dis¬ 
missing an application for the cancellation of ja registered 
trade-mark, held that in a proceeding in the Patent Office to 
cancel a trade-mark registration, a decision in prior op¬ 
position proceedings was res judicata respecting all issues 
which might have been presented. 

It is to be noted that the cases relied on byj the defend¬ 
ant were direct appeals from the Patent Office,; as was also 
the case of American Fruit Growers v. John! Braadland, 
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supra. Here we are dealing with a bill in equity 
46 under 35 U. S. C. A. Sec. 63. In such case, the judg¬ 
ment of the Patent Office is not conclusive and the 
doctrine of res judicata and estoppel have no application. 
Such a suit, as we have pointed out, is an original independ¬ 
ent action in which the questions in issue are tried de novo 
upon all competent evidence new and old. However, the 
decisions of the Patent Office of questions of fact involving 
priorities between contesting parties are accepted as con¬ 
trolling in a suit of this kind between the same parties, un¬ 
less the contrary is established bv testimony which in char- 

* mt i 

acter and amount carries thorough conviction. McKenzie 
v. Garrett, 43 App. D. C. 6; Victor Talking Mach. Co. v. 
Brunswick-Balke-Collender Co., et al., 290 F. 565; Harper 
v. Zimmerman, 41 F. (2d) 261; Morgan v. Daniels, 153 U. S. 
120 . 

The motion to dismiss must be sustained and the bill dis¬ 
missed. 

It is so ordered. 

i 0. R. LUHRING, 

i Associate Justice. 

Petition for Rehearing. 

Filed July 12, 1933. 

**####* 


Now conies Alexandrine, the complainant herein, by 
Evarts, Choate, Sherman & Leon and Edmund H. Parry, 
Jr., its solicitors, and petitions the Court to rehear and re¬ 
consider complainant’s motion for a preliminary injunc¬ 
tion, which was overruled on or about the 7th day of July, 
1933, and defendant’s motion to dismiss the bill of com¬ 
plaint herein, which was granted on or about the aforesaid 
date. 

47 The commissioner moved to dismiss the bill of 
complaint on the following three grounds: 

“I. The Commissioner is not a necessary or proper 
party to this suit as the question involved was an inter 
partes matter between plaintiff and Marshall Field & Com¬ 
pany and not an ex parte matter between plaintiff and the 
Commissioner of Patents. 
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“II. Plaintiff’s opponents or parties in interest are not 
within the jurisdiction of the Court. 

“III. Plaintiff’s lack of right to the subject-matter in¬ 
volved in this case is res adjudicata by his failure to take 
an appeal from the decision of the Commissioner of Pat¬ 
ents awarding priority of adoption and use iof the trade¬ 
mark to Marshall Field & Company in the interference pro¬ 
ceeding. ’ ’ I 

i 

I 

The Court having held in its opinion, filed on or about 
July 7th, 1933, that the case was not res judicata , the bill 
was dismissed on the ground that a suit tjo enjoin the 
Commissioner was not proper, in that the Commissioner 
was neither a necessary nor a proper party. I 

Complainant relied principally, both upon! its original 
motion and upon the rehearing granted the Commissioner 
of Patents, upon Baldwin Co. v. Robertson , 205 U. S. 168. 
Counsel for the Commissioner did all in his power to differ¬ 
entiate that case, which we contend is the leading authority 
upon this motion, on the argument that the Supreme Court 
of the United States had not meant what it had said. 

Faced with two conflicting interpretations, the Court ap¬ 
parently preferred to disregard the Baldwin Case entirely, 
thus ignoring almost the totality of complaipant’s argu¬ 
ment, and decided the motion on other authorities. 

Since the handing down of the opinion herein, the case of 
Corning Glass Works v. Thomas E. Robertson, Commis¬ 
sioner of Patents , decided by the Court of Appeals on May 
1 , 1933, not as yet reported in the Federal Reporter 
48 but published in Vol. 23, Trade Mark Reporter, at 
page 246, has come to the attention of complainant’s 
counsel. In that case, a suit, to enjoin the Commissioner 
from cancelling a registered trade mark, tiid unanimous 
opinion of the Court of Appeals, written by jMr. Justice 
Robb, states the following: 

“In Baldwin Co. v. Robertson , 265 U. S. 168 (14 T.-M. 
Rep. 399), it was held that under Sec. 9 of the Trade-Mark 
Act the registrant of a trade-mark who successfully re- 
sisted an application (under Sec. 13) to cancel before the 
Commissioner but who was defeated on his opponent’s ap¬ 
peal to this court might maintain a bill under Sec. 4915, 
R. S., to enjoin the Commissioner from cancelling the reg¬ 
istration. 17 (At p. 248, underscoring ours.) 


i 
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Thus it is submitted that the Court of Appeals as shown 
by the language just quoted has given to the Baldwin ease 
the very meaning and interpretation consistently contended 
for on behalf of the complainant herein. That decision can¬ 
not now surprise counsel for the Commissioner in this 
cause, as the report discloses that Mr. Hostetler was coun¬ 
sel for the Commissioner in that case also. No doubt he 
argued before the Court of Appeals for the same construc¬ 
tion of the Baldwin case as he did before this Court not¬ 
withstanding which the Court of Appeals took the view of 
the case which we urged upon this Court. However, it 
does not appear that it was at any stage called to the atten¬ 
tion of the Court on this motion, and thus the Court has 
made its decision on rehearing without the benefit of know¬ 
ing the interpretation unanimously put upon the Baldwin 
case by the Court of Appeals. 

It is respectfully submitted that that interpretation is 
binding upon this Court, and that consequently this petition 
for rehearing should be granted; and upon rehearing that 
the complainant's motion for a preliminary injunction 
should be granted and defendant’s motion to dismiss 
49 the bill of complaint denied. 

Dated July 10th, 1933. 

EVARTS, CHOATE, SHERMAN & LEON, 
EDMUND H. PARRY, Jr., 

Solicitors for Complainant. 
MAURICE LEON, 

Of Counsel. 


Copy received this 12th day of July, 1933. 

T. A. HOSTETLER. 

State of New York, 

Counti) of New York , .sw; 


Maurice Leon, being duly sworn, deposes and says: 

He is one of the solicitors for the complainant and of 
counsel for complainant. The case of Corning Glass Works 
r. Robertson , 23 Trade-Mark Reporter 240, cited in the 
foregoing petition, first came to the attention of complain¬ 
ant’s solicitors on the 7th day of July, 1933. He verily 
believes the construction therein of Baldwin v. Robertson 
to be determinative of defendant’s motion to dismiss. 
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This petition for rehearing is made in goodj faith and not 
for the purpose of delay, and solely for the purpose of cor¬ 
recting what is regarded as an erroneous ruling. 

MAURICE LEON, 

Counsel for Complainant. 

1 

Sworn to before me this 10th day of July,j 1933. 
[notarial seal.] RALPH E. REYNOLDS, 

Notary Public , Westchester Co. 

i 

N. Y. Co. Clk. No. 403, Reg. No. 5-R-235. ; 

Commission expires March 30, 1935. 

i 

50 Memorandum Opinion. 

i 

Filed July 17,1933. 

i 

* # # * * # ; # 


On plaintiff’s petition for rehearing of motion to dismiss. 
The court carefully considered the case of Corning Glass 
Works v. Robertson, decided by the Court oij Appeals of 
the District of Columbia on May 1st, 1933, whpn preparing 
its opinion of June 26th, 1933, sustaining the motion to 
dismiss, and was convinced that the case had nq application 
to the case at bar. j 

The Corning case was an appeal from a decree of the 
Supreme Court of the District, dismissing the bill to re¬ 
strain the Commissioner of Patents from proceeding fur¬ 
ther with a petition for the cancellation of k registered 
trade-mark. It was the appellant’s contention that the pro¬ 
ceeding was not a proper one under Section 13 of the 
Trade Mark Act (15 U. S. C. A. Sec. 93), but fehould have 
been brought under Section 22 of that Act (15jU. S. C. A. 
Sec. 102). j 

The concluding paragraph of the opinion, by jMr. Justice 
Robb, is as follows: 

“We are clearly of the view that sec. 13 authorizes a 
proceeding in the patent office for the cancellation of a 
registered mark by the owner of a registered! mark, and 
that sec. 22 provides for an independent equity suit. In 
other words, concurrent remedies 1 are provided by the two 
sections; one in the patent office, the other ini a court of 
equity. This interpretation gives force and effect to the 
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plain words of the statute and is in harmony with Patent 
Office practice of 27 years.” 

The plaintiff’s petition for a rehearing is denied. 

0. R. LUHRING, 

Justice. 


51 Motion to Substitute Defendant. 

Filed July 24,1933. 

####*•« 

Now comes Alexandrine, the complainant in the above- 
entitled cause, by its solicitors, and moves that the Honor¬ 
able Conway P. Coe, Commissioner of Patents, be substi¬ 
tuted in his official capacity as defendant in the above- 
entitled cause for the Honorable Thomas E. Robertson, 
formerly Commissioner of Patents (28 IT. S. C. A. 780). 

Dated-,-. 

EVARTS, CHOATE, SHERMAN & LEON, 

EDMUND H. PARRY, Jr., 

Solicitors for Complainant. 

I consent. 

CONWAY P. COE, 

Commissioner of Patents. 

July 24, 1933. 

Order Substituting Party Defendant. 

Filed July 27,1933. 

##***•# 

Upon consideration of the motion filed by complainant 
herein, it is herebv ordered this 27th dav of July, 1933, that 
the Honorable Conway P. Coe, Commissioner of Patents, be 
substituted as defendant for the Honorable Thomas E. 
Robertson, formerly Commissioner of Patents. 

0. R. LUHRING, 

Justice. 

E. H. PARRY & 

MAURICE LEON. 
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j 

i 

52 Final Decree. 

i 

Filed July 27,1933. | 

i 

i 

* # # # # * * 

i 

This cause came on to be heard at the Term pf this Court 
upon complainant’s motion for a temporary injunction, and 
defendant’s cross-motion to dismiss the bill qf complaint, 
and was argued by counsel; and upon the grafting of com¬ 
plainant’s motion and denial of defendant’s I motion, the 
cause came on to be further heard on defendant’s motion 
for a rehearing at the April Term of this Court and was 
argued by counsel, and it came on to be further heard at 
this Term on complainant’s petition for reljearing, and 
thereupon, upon consideration thereof, it is on fhis 27th day 
of July, 1933, I 

Ordered, adjudged and decreed as follows, viz: 

That the complainant’s said motion for an injunction be 
and the same hereby is denied and that the bill 6f complaint 
herein be and the same hereby is dismissed with costs 
against the complainant. j 

0. R. LUMPING, 

I Justice . 


Order Noting Appeal and Fixing Bond. 

i 

Filed August 7, 1933. j 

# # # * # # # 

Comes now the complainant and notes an appbal from the 
Decree entered herein on July 27th, 1933. j 

Further, bond on appeal is hereby fixed in the sum of 
$100.00, or in lieu thereof a cash deposit to bq made with 
the Clerk in the sum of $50.00. 

JOSEPH iW. COX. 

August 7th, 1933. 


53 The President of the United States qf America 
to Conway P. Coe, Commissioner qf Patents, 
Greeting: 

You are hereby cited and admonished to be land appear 
at a Court of Appeals of the District of Columbia, upon the 

6—6107a 


i 

i 

i 

i 


I 
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docketing the cause therein, under and as directed by the 
Rules of said Court, pursuant to an Appeal noted in the 
Supreme Court of the District of Columbia, on the 7" day 
of August, 1933, wherein Alexandrine — Appellant and 
you are Appellee, to show cause, if any there be, why the 
Decree rendered against the said Appellant should not be 
corrected, and why speedy justice should not be done to the 
parties in that behalf. 

Witness the Honorable Chief Justice of the Supreme 
Court of the District of Columbia this 7" day of August, in 
the year of our Lord one thousand nine hundred and thirty- 
three. 

[seal.] FRANK E. CUNNINGHAM, 

* Clerk , 

Bv HARRY M. HULL, 

\ Assistant Clerk. 

Service of the above Citation accepted this 7" day of 
August, 1933. 

T. A. HOSTETLER, 
Attorney for Appellee. 

[Endorsed:] Citation. 

54 Memorandum. 

August 7, 1933.—$50 deposit by Maurice Leon in lieu of 
bond on appeal. 


Assignment of Errors. 

Filed August 7, 1933. 

#*•••#• 

The complainant, Alexandrine, by its solicitors, hereby 
enters its appeal to the Court of Appeals of the District 
of Columbia, from the decree made and entered in the above 
entitled cause on the 27th day of July, 1933. 

The following are assigned as errors and grounds for 
appeal: 

The Supreme Court of the District of Columbia erred: 

1. In granting defendant’s motion to dismiss the bill of 
complaint herein, and in dismissing said bill of complaint. 

2. In denying complainant’s motion for a preliminary 
injunction. 
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3. In adjudging that the bill of complaint fails to state 
a cause of action and is bad in substance arid insufficient 
in law. 

4. In adjudging that the Court was without power or 
authority to grant to the complainant the relief prayed for 
by the bill of complaint or any relief in the premises. 

5. In holding that the Commissioner of Patents is not 
a proper party to this suit. 

6. In holding that this suit to enjoin the Commissioner 
of Patents from cancelling a registered trade mark could 

not be brought under 35 U. S. C. A. 63 (Sec. 4915 
55 of the Patents Act), as amended by the Act of March 
2, 1927. 

7. In failing to hold that the decision of the Supreme 
Court of the United States in Baldwin Co. Robertson, 
265 U. S. 168, is an adjudication upholding trie propriety 
of this suit, and as such binding upon the Court. 

8. In holding that the said decision of the Supreme Court 
of the United States in Baldwin v. Robertson , 265 U. S. 168, 
is not an adjudication upholding the propriety of this suit, 
and in failing to be bound by said adjudication. 

9. In holding that Marshall Field & Company is an in¬ 
dispensable party to this suit. 

10. In holding that the Court is without jurisdiction to 
entertain this suit in the absence of Marshall Field & Com¬ 


pany. 

Dated August 7, 1933. 

EVARTS, CHOATE, SHERMAN! & LEON, 
EDMUND H. PARRY, Esq., 

Solicitors for Complainant. 


Designation of Record on Appeal 
Filed August 7, 1933. 


The complainant, Alexandrine, by its solicitors, hereby 
designates the following papers and proceedings to be in¬ 
cluded in the transcript of record on appeal in the above 
entitled cause. 

1. Bill of complaint, filed December 5th, 1932. 

2. Affidavit of service sworn to by Winifred Golden on 
December 13, 1932, and exhibits attached therbto. 
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3. Affidavit of service of Jeanette Spain*, sworn 
56 to on December 13, 1932, and exhibit annexed 
thereto. 

4. Rule to show cause issued December 5th, 1932. 

5. Motion to dismiss the bill of complaint, dated Decem¬ 
ber 12, 1932. 

6. Decision of Court of December 31, 1932, granting com¬ 
plainant ’s motion and overruling defendant’s. 

7. Defendant’s petition for rehearing, filed on or about 
January 6, 1933. 

8. Answer to defendant’s petition for rehearing. 

9. Opinion of Court on rehearing of defendant’s motion 
filed on or about June 26, 1933. 

10. Complainant’s petition for rehearing dated July 10, 
1933. 

11. Opinion of. Court on complainant’s petition for re¬ 
hearing, filed on or about July 17, 1933. 

12. Motion to substitute defendant, filed July 24, 1933. 

13. Order substituting the defendant, made July 24, 1933. 

14. Decree dismissing the bill of complaint, made Julv 
27, 1933. 

15. Notation of deposit of $50.—as security for costs on 
appeal. 

16. This designation of record. 

17. Citation and service. 

EVARTS, CHOATE, SHERMAN & LEON, 
EDMUND J. PARRY, Jr., 

i Solicitors for the Complainant. 

To the Clerk Supreme Court of the District of Columbia. 

5 7 M emo ra ndu m. 

October 13, 1933.—Time to file transcript of record in 
Court of Appeals extended to and including November 1, 
1933. 

58 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing pages 
numbered from 1 to 57, both inclusive, to be a true and cor- 
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rect transcript of the record according to directions of coun¬ 
sel herein filed, copy of which is made part of this tran¬ 
script, in cause No. 55112 in Equity, wherein Alexandrine 
is Complainant and Thomas E. Robertson, las Commis¬ 
sioner of Patents, is Defendant, as the same remains upon 
the files and of record in said Court. j 

In testimony whereof I hereunto subscribe mv name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 17th day of October, 1933. , 

[Seal Supreme Court of the District of Columbia. 1 

FRANK E. CUNNINGHAM, 

| Clerk. 

I 

59 Addition to Record per Stipulation of Counsel. 
Supreme Court of the District of Columbia. 

In Equity. ! 

i 

#55112. j 

i 

Alexandrine, Complainant, j 

against J 

Conway P. Coe, Commissioner of Patents, Defendant. 

i 

i 

Stipulation. 

It is hereby stipulated by and between the parties hereto 
that the transcript of the record on appeal in thp above en¬ 
titled cause be amended so as to include, immediately fol¬ 
lowing the matter set forth at page 20 thereof jthe follow¬ 
ing notation: 

“Under date December 31, 1932, the Clerk jof the Su¬ 
preme Court, District of Columbia, mailed to the solicitors 
for the respective parties herein a notice reading as follows: 

“ i Clerk’s Office, Supreme Court of the District of 

Columbia. 

Washington, Dec. 31, 1932. 

I)ear Sir : 

i 

In Equity Case No. 55112, Alexandrine vs. Robertson, 
Justice Luhring overruled the motion to dismiss. Pre- 
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liminary injunction will issue unless parties stipulate as 
suggested bv plaintiff. 

FRANK E. CUNNINGHAM, 

Clerk’.” 


Dated November 11, 1933. 

EVARTS, CHOATE, SHERMAN & LEON, 
EDMUND H. PARRY, Jr., 

i Solicitors for Complainant. 

T. A. HOSTETLER, 

Solicitors for Defendant. 


60 [Endorsed:] No. 6107. Alexandrine, Appellant, 
vs. Conway P. Coe, as Commissioner of Patents. 
Addition to record per stipulation of counsel. Court of 
Appeals, District of Columbia. Filed Nov. 13,1933. Honrv 
W. Hodges, Clerk. 


Endorsed on cover: District of Columbia Supreme Court. 
No. 6107. Alexandrine, appellant, vs. Conway P. Coe, as 
Commissioner of Patents. Court of Appeals, District of 
Columbia. Filed Nov. 1, 1933. Henry W. Hodges, Clerk. 
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Of the District of Columbia. 


i 

I 

i 

i 


October Term, 1933. 


Ko. 6107. 


Alexandrine, 


Appellant, 


vs. 


Conway P. Coe, as Commissioner of 

Patents. 


Appeal from the Supreme Court of the District of 

Columbia. 


Statement. 

i 

i 

This is an appeal from the dismissal of a bill ip Equity 
filed in the Court below on December 5th, 1932 (R. pp. 
2-7), seeking to enjoin the defendant, Commissioner of Pat¬ 
ents, from cancelling complainant’s trade-mark Ko.j 206,729, 
registered December 8th, 1925 (R. p. 8) consisting of| a fanci¬ 
ful design with the word “Alexandrine” across it. j On the 
same day it filed its rule to show cause, why said defendant 

I 

- i 

All italics in this brief are ours except where the contrary is stated. 
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should not be so enjoined pending the determination of this 
action (R. pp. 8-9). On December 13th, 1932 the defendant 
filed its motion to dismiss the bill of complaint on the 
grounds that (a) the Commissioner is not a necessary or 
proper party to this action, (b) the parties in interest are 
not within the jurisdiction of the Court, and (c) the matter 
is res judicata (R. pp. 9-10). On or about December 31st, 
1932, Mr. Justice Luhring overruled defendant’s motion to 
dismiss and granted complainant’s motion for a preliminary 
injunction (R., pp. 45-6). On January 6th, 1933 the defend¬ 
ant filed its petition for rehearing (R. pp. 15-22). On June 
26th, 1933 an opinion was filed by Mr. Justice Luhring, re¬ 
versing himself and granting defendant’s motion to dismiss 
the bill of complaint (R. pp. 29-36). Said opinion sustained 
defendant’s contentions based on the Court's lack of jurisdic¬ 
tion mainly upon the ground that the Commissioner. was not 
a necessary or proper party, that Marshall Field & Co. of 
Chicago, at whose instance the Commissioner had ordered the 
cancellation of appellant’s trade mark, was an indispensable 
party to the suit in equity (R. pp. 30-35), but rejected the 
contention that the matter was res judicata (R. pp. 35-36). 
On July 12th, J.933, the complainant filed a petition for re¬ 
hearing (R. pp. 36-39) which, however, was denied, in a 
memorandum opinion filed July 17th, 1933 (R. pp. 39-40). 
On July 27th, 1933 a final decree was entered denying com¬ 
plainant’s motion for a preliminary injunction and dismiss¬ 
ing the bill of complaint (R. p. 41). From said decree the 
complainant duly appealed (R. pp. 41-2). 

The Bill of Complaint. 

The facts as set forth in the bill of complaint conceded 
for the purposes of both the motion and the counter motion 
may be summarized as follows: 

Complainant, Alexandrine, a French corporation, having 
its principal office at Paris, France, and its predecessors, 


3 


have been making and selling gloves since the foundation of 
the business in the year 186^ under the trade-name and mark 
“Alexandrine” (par. Fifth, R. p. 2), and their gloves have 
been sold to customers in the United States under that name 

i 

and mark for upwards of thirty years (par. Tenth| R. p. 4). 
The word “Alexandrine” was the first or given name of the 
founder of complainant's business, a woman named Alexan¬ 
drine Marguerite Boudier. In the United States, ;the word 
Alexandrine has varied meanings (as is indicated by the 
dictionary) and is not generally recognizable as a giyen name, 
hence is a true trade-mark as applied to gloves (par. Fifth, 
R. p. 6). (It may be mentioned parenthetically that in this 
country while “Alexandrine” is not readily recognizable as 
a proper name, “Alexander” and “Alexandra” are<) 

In April, 1925, complainant applied for the j registra¬ 
tion!)? a trade-mark consisting of a fanciful design composed 
of a shield featuring the shadow of a glove and surrounded 

i 

by a circular wreath with said name “Alexandrine” super¬ 
imposed in distinctive type across and -within said design. 
The Patent Office granted said application and on December 
8th, 1925 issued to complainant trade-mark registration 
thereof #206,729, a copy of which is annexed to the bill of 
complaint marked “Exhibit A” (par. Seventh, R. ip. 3 and 
see Ex. A at p. 8). —i""" 

In August, 192S, Marshall Field & Company, ail Illinois 
corporationTapplied to the Patent Office for the registration, 
under the ten-year clause of Section 5 (b) of the Trade-Mark 
Act of 1905, of the name “Alexandre” for gloves. On Jan¬ 
uary 11,1929, the Patent Office declared that the latijer appli¬ 
cation interfered with complainant’s said registered trade¬ 
mark, and thereupon proceedings being had, awarded! priority 
of adoption and use to Marshall Field & Company, j In Feb¬ 
ruary, 1929, trade-mar* registration #291,811 was Issued to 
~saicTMarshall Field & Company, consisting of said name 
“Alexandre” which is a recognizable proper name, j copy of 
which is annexed to the bill of complaint herein, j marked 
“Exhibit B” (par. Eleventh, R. p. 5). 


In December, 1931, Marshall Field & Company instituted 
proceedings in the Patent Office for cancellation of com¬ 
plainant’s said registered trade-mark; this application was 
sustained by ithe Examiner of Interferences, on June 8th, 
1932. Complainant appealed from this decision to the Com- 
missioner~o’f'T r atehfs, who affirmed it on October 18th, 1932 
(Par. Thirteenth, R. p. 6). Thereupon,^complainant 
brought this bill in equity under R. S. Sectionals, 35 U. S. 
C. A. 63, to enjoin the Commissioner from cancelling said 
trademark. 

Notice to the Adverse Party in Patent Office. 

In accordance with the Statute, notice of the suit and of 
the application for a temporary injunction was duly given to 
Marshall Field & Company, the adverse party in the Patent 
Office proceeding (See affidavits, R. pp. 10-15). 

Leading Precedent for Equity Suit. 

The suit is essentially similar to that sanctioned in 
Baldwin v. Robertson, 265 U. S. 168. In the latter case, the 
adverse party in the Patent Office proceeding had intervened 
prior to the application for injunction. In the case at bar 
there was no intervention notwithstanding the notice to 
Marshall Field & Company. 

Adjudication in the Lower Court. 

After sustaining the bill in equity and granting a pre¬ 
liminary injunction, thereby deciding that where the only 
relief sought is injunctive relief against the Commissioner as 
in the Baldwin case and in this case, the adverse party in 
the Patent Office, while a proper party for intervention pur¬ 
poses, is not an indispensable party, the learned Judge below* 
on rehearing came to the opposite conclusion. He held that 
because Marshall Field & Co. was the adverse party in the 
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Patent Office, it was “an indispensable party to this suit” 
(R. p. 33) and that “where there are adverse parties the 
Commissioner of Patents is neither a necessary nori a proper 
party to a bill under such section” referring to Section 4915 
R. S. (ibid,). He held, however, that in such case hs this, 

“the judgment of the Patent Office is not conclusive and 
the doctrine of res judicata and estoppel have no appli¬ 
cation. Such a suit, as we have pointed out, i$ an orig¬ 
inal independent action in which the questions in issue 
are tried de novo upon all competent evidence;new and 
old” (R. p. 36). 


Errors Assigned. 


The following are the errors assigned and relied 
this appeal: 


on upon 


“The Supreme Court of the District of Columbia 
erred: 


“1. In granting defendant's motion to dismiss the 
bill of complaint herein, and in dismissing saifl bill of 
complaint, 

“2. In denying complainant’s motion for a| prelim¬ 
inary injunction. 


“3. In adjudging that the bill of complaint! fails to 
state a cause of action and is bad in substaince and 
insufficient in law. 

“4. In adjudging that the Court was without power 
or authority to grant to the complainant the relief 
prayed for by the bill of complaint or any relief in the 
premises. 


“5. In holding that the Commissioner of Patents is 
not a proper party to this suit, 

“6. In holding that this suit to enjoin the Commis¬ 
sioner of Patents from cancelling a registered trade 
mark could not be brought under 35 U. S. C. A. 63 (Sec. 
4915 of the Patents Act), as amended by the Act of 
March 2, 1927. 


i 
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“7. In failing to hold that the decision of the Supreme 
Court of the United States in Baldwin Co. v. Robertson, 
265 U. S. 168, is an adjudication upholding the propriety 
of this suit, and as such binding upon the Court. 

“8. In holding that the said decision of the Supreme 
Court of the United States in Baldwin v. Robertson, 
265 U. S. 168, is not an adjudication upholding the pro¬ 
priety of this suit, and in failing to be bound by said 
adjudication. 

“9. In holding that Marshall Field & Company is an 
indispensable party to this suit. 

u 10. In holding that the Court is without jurisdiction* 
to entertain this suit in the absence of Marshall Field & 
Company” (R. pp. 42-3). 


POINT I. 

The Court below had jurisdiction. 

R. S. § 4915, 35 U. S. C. A. 63, as it stood prior to March 
2,1927, was derived from the Act of July 8,1S70, c. 230, § 52, 
and read as follows: 

“Whenever a patent on application is refused, either 
by the Commissioner of Patents or by the Court of Ap¬ 
peals of the District of Columbia upon appeal from the 
commissioner, the applicant may have remedy by bill in 
equity; and the court having cognizance thereof , on no¬ 
tice to adverse parties and other due proceedings had, 
may adjudge that such applicant is entitled, according 
to law, to receive a patent for his invention, as specified 
in his claim, or for any part thereof, as the facts in the 
case may appear. And such adjudication, if it be in 
favor of the right of the applicant, shall authorize the 
commissioner to issue such patent on the applicant filing 
in the Patent Office a copy of the adjudication, and 
otherwise complying with the requirements of law. In 
all cases, where there is no opposing party, a copy of 
the bill shall be served on the commissioner; and all the 
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i 


i 

i 

I 

l 

expenses of the proceeding shall be paid by the appli¬ 
cant, whether the final decision is in his favor or not.” 

I 

I 

By the Act of March 2nd, 1927 this section was amended 
so that it now reads as follows: 

‘‘Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the j Board of 
Appeals to the United States Court of Customs and 
Patent Appeals, and such appeal is pending or has been 
decided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal; and the Court hav¬ 
ing cognizance thereof,” etc. (The language continues 
unchanged down to the end of the text as printed above, 
to which the following is added: “In all suits brought 
hereunder where there are adverse parties t|he record 
in the Patent Office shall be admitted in whole br in part, 
on motion of either party, subject to such terms and con¬ 
ditions as to costs, expenses and the further cross-ex¬ 
amination of the witnesses as the Court may impose, 
without prejudice, however, to the right of the parties to 
take further testimony. The testimony and exhibits, or 
parts thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as if 
originally taken and produced in the suit.” 

i 

While said section has thus been amended to pijovide for 
the filing of the bill in equity as specified within sijx: months 
from the adverse action of the Patent Office,; and to 
provide for the admission in evidence of the record in the 
Patent Office subject to the right of either party to adduce 
other proof, that part of the statute which grants tJt<e remedy 'V 
has been unchanged since 1870. 

The final Patent Office action having been taken October 
18th, 1932, the present suit was begun December 5th, 1932, 
well within the six months’ time provided by statute. 

There is no doubt that the statute has teen interpreted 
to provide for a bill in equity in trade-mark cases, land par¬ 
ticularly for a bill in equity to be filed by the defeated party 
in a cancellation proceeding in the Patent Office. 

i 

i 

i 

! 

i 


i 


! 
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Baldwin Co. v. Robertson, 2G5 U. S. 168: 

< American Steel Foundries v. Robertson, 262 U. S. 

209. 

The Commissioner claimed, however, that when the pro¬ 
ceedings in the Patent Office are inter partes, it is not proper 
for the defeated party to bring its suit in equity against the 
Commissioner in the District of Columbia, but that he 
should bring it instead against the opposing party in the 
latter's Federal District. This contention, as will be seen, is 
without merit, and contrary to controlling authority. 

The statute merely provides that the aggrieved party ‘‘may 
have remedy by bill in equity * * * on notice to adverse 
parties and other due proceedings had” (here such notice 
was duly given, as already seen). “* * * where there is no 
opposing party, a copy of the bill shall be served on the 
Commissioner.” 

Who shall be the necessary party defendant in an equity 
suit necessarily depends upon the nature of the remedy 
sought. Where the suit is to restrain cancellation of a trade¬ 
mark, the suit as is self-evident must necessarily be brought 
against the defendant whose act of cancelling is sought to 
be restrained. Nothing to the contrary is contained in the 
statute. The fact, moreover, that the statute expressly pro¬ 
vides that where there are adverse parties “notice” must be 
given to them clearly indicates that notice to them is enough. 

Nor is the sentence providing for service of the bill on the 
Commissioner in ex parte cases to be construed as indicating 
that only in ex parte proceedings the Commissioner is a neces¬ 
sary defendant. Clearly, a provision for the service of the 
bill of complaint cannot l>e interpreted to mean that in dero¬ 
gation of the usual rule, such service is to be the equivalent 
of service of process. It is obviously meant only to further 
the convenience of the Commissioner, and to assure him that 
a copy of the bill shall be served on him, without the necessity 
of his having to secure it, inasmuch as under the equity rules 
it is sufficient to file a bill in equity and no copy need be 
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served (rules 7, 12). The practice to be followed is out¬ 
lined in the opinion of the Supreme Court of the United 
States in Bwttencorth v. Hill, 114 U. S. 128, where it ap¬ 
pears that in that case, which was ex parte, upon the filing of 
the bill the subpoena issued in due course and was served 
on the Commissioner, thus initiating the suit, whereupon a 
copy of the bill was mailed to the Commissioner, jin compli¬ 
ance with the requirement of the statute. 

The point to be emphasized, then, is that no express pro¬ 
lusion is made in the statute as to who the defendant must l j 
be where the proceedings in the Patent Office were inter j 

i ( « 

partes and that the solution to that question in each 
instance must depend on the nature of the remedy sought; 
that where it is one primarily against the commissioner as 
where an injunction against him is sought to prevent can¬ 
cellation he is the necessary party, and the adverse party in 
the Patent Office is only a proper party entitled to!intervene 
as such. But denial of injunctive relief against the Commis¬ 
sioner cannot be predicated on the failure of sijich inter¬ 
vention. | 

It remains to be seen what decisions are available, inter¬ 
preting this statute on the particular point. 

The learned judge below relied on four decisions in holding 
that the Court had no jurisdiction; they were Butterworth 
v. Hoe, 112 U. S. 50; Bernardin v. Seymour, 10 App. D. C. 
294; Hazeltine Corp. v. White, 2 F. Supp. 94, and Mergen- 
thaler Linotype Co. v. Seymour, GO O. G. 1311 (Opinion, R. 
p. 33). In his petition for rehearing the attorney for the 
Commissioner relied on two other unreported decisions (R. 
pp. 17-18), the inapplicability of which we pointed but in our 
answer thereto (R. pp. 23-25); the learned judge below did 
not cite them in his opinion. 

Butterworth v. Hoe was apparently relied on foij the lan¬ 
guage quoted in the learned judge’s opinion (R. p. 32), which 
defines in broad terms who an indispensable party! is. The 
definition is of course authoritative; but how it applies to 

i 

the case at bar was misapprehended by the learned trial 
judge, as we shall show. 


! 

i 


i 
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Hazeltine Corp v. White , is not in point. That was a suit 
between two claimants to a patent, and it was held that two 
other claimants were necessary parties. No relief was sought 
against the Commissioner icho was not sued or in any way 
involved. 

In Bernard in v. Seymour the only question involved was 
as stated in the opinion of this Court at page 303: 

*‘The sole question to be determined is the jurisdiction 
of this court to entertain appeals from the Commis¬ 
sioner of Patents.” 

The opinion will be searched in vain for anything having 
the remotest connection to the issues herein involved. 

In the Meryenthaler case, the court below held, in 1894, 
that in an inter partes proceeding to compel the issuance of 
a patent, by the Commissioner, the latter was not a proper 
party. That does not mean that he is not a proper party in 
a suit to enjoin him from cancelling a trade-mark. 

The latter point was determined squarely in a later decision 

of the court below which was affirmed bv the decision of the 

* 

United States Supreme Court in the case of Baldwin Co. v. 
Robertson R. S. Hoicard Co ., 265 U. S. 168, rendered in 
1924. In that case the Howard Company had instituted pro¬ 
ceedings in the Patent Office to cancel Baldwin Company’s 
trade-mark, and was successful. Faced with the imminent 
cancellation of its trade-mark, the Baldwin Company filed 
its bill in equity in the court below, against the Commis¬ 
sioner,, to enjoin the latter from cancelling said trade-mark. 
The Howard Company intervened on its own petition and 
filed an answer. The Commissioner filed an answer denying 
the right of complainant to the relief sought. The intervener 
also filed a motion to dismiss the bill for lack of jurisdic¬ 
tion. The court below, by Hoeling J., held that^fes court 
had jurisdiction. This Court reversed and dismissed the bill 
(287 Fed. 942, 52 App. I). C. 368). Its decision, in turn, 
was appealed from to the Supreme Court of the United 
States, which reversed the decision of this Court, and af- 
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I 

firmed that of the court^JdSk (265 U. S. 168). The opinion 
was written by Chief Justice Taft. After a learned and 
thorough discussion of the applicable principles, including 
the effect of Section 9 of the Trade Mark Act i(33 Stat. 727, 
c. 592), since amended to provide for appeals, to the Court 
of Customs and Patent Appeals, 15 U. S. C. Ai 89, amended 
Mar. 2, 1929, c. 488, § 2(b), (at p. 178), he reaches the fol¬ 
lowing conclusion: j 

‘•The next inquiry is whether, in addition to such 
appeal and after it proves futile, the applicant is given 
a remedy by bill in equity as provided for a defeated 
applicant for a patent in § 4915, Rev. Stats. We have 
in the cases cited given the closing words of § 9 a liberal 
construction in the view that Congress intended by them 
to give every remedy in respect to trademarks that is 
afforded in proceedings as to patents, and hg\e held that 
under them a bill of equity is afforded to aj defeated ap¬ 
plicant for trade-mark registration just as to a defeated 
applicant for a patent. It is not an undue expansion of 
that construction to hold that the final words were in¬ 
tended to furnish a remedy in equity agaiyst the Com¬ 
missioner in every case in which by § 9 an! appeal first 
lies to the Court of Appeals. This necessarily would 
give to one defeated by the Commissioner ais a party to 
an application for the cancellatxoyi of the registration of 
a trademark, after an unsuccessful appeal to the ad¬ 
visory supervision of the Court of Appeals^ a right to 
resort to an independent bill in equity against the 

Commissioner to prevent cancellation” (at pp. 179-180). 

f 

This explicit language having been used in a chse in which 
as here the Commissioner was made a party defendant and 
enjoined from cancelling a registration after an inter partes 
proceeding in the Patent Office which resulted ill a decision 
ordering the cancellation of a trade-mark, establishes it as an 
authority on all fours and decisive of the case at j bar, to the 
effect that the court below has jurisdiction of this suit for 
the relief prayed for against the Commissioner, j 

The argument was made below by the Commissioner in 
effect that the question before the Supreme Court was 

i 

i 

l 

l 

I 


I 
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whether under § 4915 the defeated party in an interference 
proceeding had any remedy at all; that although the above 
language is to be taken to answer that question in the affirma¬ 
tive, it is not to be read as meaning that the statute allows 
suit against the Commissioner where the proceedings in the 
Patent Office were inter partes; that if the decision means 
/ what it says, the Supreme Court is to be deemed to have 
made the statement inadvertently. 

/ 

To the Commissioner's arguments several cogent answers 
were made in the court below. 

1. The Bald win case being an inter partes case, the Court 
below, whose decision was affirmed by the Supreme Court, 
upheld a suit against the Commissioner as defendant for an 
injunction precisely as here prayed for. The fact that it was 
i an inter partes case surely did not escape the attention either 
of the Court below or of the United States Supreme Court, 
hence when the latter Court upheld a suit against the Com- 

< 

\ missioner in a case where the Patent Office proceedings were 
inter partes , how could it have been referring to an ex parte 
case as the Commissioner has contended in the case at bar? 
His memorandum stated: ‘‘Obviously, that obiter statement 
of the court should not be construed as overruling the plain 
words of the Statute, Section 4915, R. S.’ ? The Supreme 
Court construed the statute differently from the interpreta¬ 
tion of the Commissioner and so the Commissioner would 
have this Court depart from the plain words of the decision 
of the highest Court. Inasmuch as the Baldwin case arose 
with reference to inter partes proceedings in the Patent 
Office, the language of the opinion of the Supreme Court was 
not and could not be obiter. Of course the Supreme Court 
knew that it had before it a case arising from an inter partes 
proceeding in the Patent Office and it construed the Statute 
with specific reference to the case before it. Obviously the 
contention on behalf of the Commissioner has rested upon a 
confusion with regard to this point as this Court cannot fail 
to perceive. 
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That the language of the Supreme Court was pot obiter is 
further borne out definitely by the reference to the Baldwin 
case in Monison v. Work, 266 U. S. 481, 486. Jn that case 
the opinion of the Court, rendered by Mr. Justice Brandeis 
states: 

“The case at bar is unlike those in whibh relief by 
injunction has been granted against the head of an execu¬ 
tive department, or other officer , of the Government to 
enjoin an official act on the ground that it was not within 
the authority conferred, or that it teas an improper exer¬ 
cise of such authority, or that Congress lacked the power 
to confer the authority exercised. In tho^e cases the 
act complained of either involved an invasion or denial 
of a definite right of the plaintiff” (citing numerous 
authorities) “or it operated to cast a cloud upon his 
property” (Citing among other authorities Baldwin v. 
Robertson, 2(>5 U. S. 108.) 

i 

! 

That the essence of the decision in Baldwin v.j Robertson, 
is to uphold a suit to enjoin the Commissioner from cancel¬ 
ling a registration after an inter partes proceeding in the 
Patent Office and regardless whether or not the adverse party 
in the Patent Office intervenes is also indicated by the lan¬ 
guage used by this Court in Corning Glass Works; v. Robert - 
son, 65 Fed. (2) 476, decided May 1st, 1933, in which Mr. 
Justice Robb, writing the opinion of this Court, seated: 

“In Baldwin v. Robertson, 265 U. S. 168, i|t was held 
that under Sec. 9 of the Trade Mark Act the registrant 
of a trade mark * * * might maintain a bill under Sec. 
4915 R. S. to enjoin the Commissioner from cancelling 
the registration” (at p. 477). 

! 

i 

Since the very essence of the suit is thus a suit to enjoin 
the Commissioner, it is difficult to perceive how t|he learned 
Judge below was able to persuade himself that in ^uch a suit 
the Commissioner is neither a necessary nor a proper party 
to the bill, but the adverse party in the Patent Office is a 
necessary party, to such an extent that he did not even dis- 

i 

i 

i 

I 
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cuss the Baldwin case on this point, but based bis decision 
on other authorities. 

When the Corning Glass Works case (supra) was called 
to his attention in our petition for rehearing (R. pp. 36-38) 
as containing an authoritative interpretation by this Court 
of the Baldwin case in the sense which we had urged upon 
him, the learned judge below merely stated that different is¬ 
sues were involved in that case from those in the case at bar 
(see memorandum opinion, R. pp. 39-40). 2so doubt the 
issues were different. However, the language of this Court 
which expressed its understanding of the scope of the Bald¬ 
win case, which corresponds with ours, was nevertheless 
sound and controlling. 

If the Commissioner’s argument were carried to its logical 
conclusion, the result must obviously follow that the Baldwin 
case having been an inter partes case in the Patent Office, 
the Court below had no jurisdiction thereof, for the reason 
now assigned. It is a familiar rule that it is the duty of a 
Federal court to determine the question of its jurisdiction 
sua sponte, and even though the point be not raised, to dis¬ 
miss the suit if, on the record before it, lack of jurisdiction is 
shown: 

King Iron Bridge Co. v. Otoe County , 120 U. S. 225; 

Louisville Co. v. Mottley, 211 U. S. 149; 

Norton v. Larney , 289 Fed. 395, affd. 266 U. S. 511; 

Supreme Council v. Hobart , 244 Fed. 385; 

New York Life Insurance Co. v. Johnson , 255 Fed. 

958; 

Elliott v. Empire Natural Gas Co., 298 Fed. 299. 

The Supreme Court not only had the statute before it, but 
was examining it with the express object of determining 
whether the Court below did or did not have jurisdiction. 
The Court below had held that it had jurisdiction and this 
Court, Mr. Justice Robb dissenting, had held that it had 
not. To sav now that the Sunreme Court overlooked that 
question amounts to an imputation that the highest tribunal 


in the land not merely ignored its duty but was 1 ignorant of 
how to perform it, an argument as unconvincing as that the 
decision was made inadvertently. 

It is a familiar rule that a judgment may always be 
attacked collaterally if it was rendered by a Court without 
jurisdiction. Old Wayne Life Association v. McDonough, 
204 U. S. 8, 16; Thompson v. Whitman, 18 Wall 457, 468; 
Scott v. McNeal, 154 U. S. 34, 46. j 

Hence a holding now that the court below h^d no juris¬ 
diction of this action would perforce open the door to an 
attack on the judgment rendered on the strength of the 
Supreme Court’s opinion in Baldwin v. Robertson, supra, 
over nine years ago. 

In attempting to distinguish the Baldwin ca^e from the 
case at bar, it was argued in behalf of the Commissioner that 
“in that case the real party in interest had intervened and 

therefore had put itself in the jurisdiction of thi$ Court”. 

! 

The equity suit, however, in that case, as in this case, 

HAD BEEN BROUGHT AGAINST THE COMMISSIONER OF PATENTS 
AS DEFENDANT AND IF IT COULD NOT BE SUSTAINED AGAINST 
HIM, MANIFESTLY THE INTERVENTION OF THE ADVERSE PARTY 
COULD NOT CONFER JURISDICTION LACKING IN THE FIRST PLACE. 

Nor is the construction of the statute unfair to tlie adverse 
party in the case at bar, since it can intervene if it wishes 
to do so, having been given due notice of the present suit 
(R. pp. 10-15). | 

In Kendrick v. Kendrick, 16 Fed. (2nd) 744, (C. C. A. 5, 
1927, certiorari denied, 273 U. S. 758), the Court siaid on the 
subject of intervention: 

“An existing suit within the Court’s jurisdiction is a 
prerequisite of an intervention, which is an ancillary pro¬ 
ceeding in an already instituted suit or action! by which 
a third person is permitted to make himself a party, 
either joining the plaintiff in claiming what is sought 
by the complaint or in uniting with the defendant in re¬ 
sisting the claims of the plaintiff, or demanding some¬ 
thing adversely to both of them.” (Citing authorities.) 
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The opinion then quotes from Dawson v. Columbia Trust 
Company, 197 U. S. 178, the statement that the intervening 
petition being “merely a contrivance between friends for the 
purpose of founding a jurisdiction which otherwise would not 
exist, the device cannot be allowed to succeed” (at pp. 745, 
746). 

If Baldicin v. Robertson had been such a contrivance it 
would not have been allowed to succeed. The Baldwin case 
had reached the highest Court upon appeal from the decision 
of this Court reported as “ Robertson , Commissioner of Pat¬ 
ents (R. S. Howard Co. Intervener) vs. U. S. ex rel. Baldwin 
Co., 287 Fed. 942, 

“From an order denying a motion to dismiss the bill 
and granting a preliminary injunction, the defendant 
and intervener specially appeal.” 

Thus the Commissioner was not quiescent following the 
decision in this Court in the Baldwin case. He appealed from 
it and T. A. Hostetler, Esq., was counsel for the Comissioner 
as appellant before this Court (ibid.). 

While he made no motion to dismiss, the Commissioner 
appealed from the decree granting an injunction. He sub¬ 
scribed thus, “Theodore A. Hostetler, Attorney for Commis¬ 
sioner of Patents,” the assignment of errors filed June 16th, 
1922 in which it is stated: 

“The following are assigned as errors and grounds for 
appeal: 

“The Supreme Court of the District of Columbia 
erred: 

* * 2. In not adjudging that the amended bill of 
complaint fails to state a cause of action and is bad in 
substance and insufficient in law. 

“3. In not adjudging that the said Supreme Court of 
the District of Columbia was without power or authority 
to grant the relief prayed for or any relief in the 
premises. 
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u* * * 5. In granting the injunction or granting 
any injunction or relief whatsoever to the plaintiff in the 
premises. 

i 

“6. In refusing to dismiss the amended bill of com¬ 
plaint” | 


All this will be found in the record in the Supreme Court 
of the United States at page 74. It was upon this assign¬ 
ment of errors that the case was argued in this Court result¬ 
ing in a decision which, as summed up in the concluding 
paragraph of the prevailing opinion, is as follows: 


“Believing that there is no authority for the mainte¬ 
nance of this suit, we reverse the decision appealed 
from and remand the case with instructions to dismiss 
the suit. Costs to be assessed against apdellee” (287 
Fed. 947). i 


The Supreme Court had before it this opinion; written by 
Mr. Chief Justice Smyth, in which it was stated: 

“The case turns upon the jurisdiction of the Supreme 
Court of the District to entertain the suit . f * # If 
there is no statutory authority for bringing the suit, 
then the action of the lower court must be reversed and 
the amended bill dismissed” (at p. 943). 


The opinion further states: j 

“The Baldwin Co., however, contends that its right to 
maintain the bill is no longer open to discussion because 
the Supreme Court of the United States has settled the 
matter in Atkins & Co. v. Moore, 212 U. S. 285, and 
Baldwin v. Reward Co., 25G U. S. 35. (The last case 
was one between the parties to this suit when they were 
before the Court on the appeals.) Of course, if this con¬ 
tention be sound that ends the contest so far as this Court 
is concerned. We have but one duty in the premises and 
that is to follow those decision s” (at p. 946). j 

i 

Mr. Justice Robb in his dissenting opinion stated: 

“However, as I read the opinion of the Court in Bald¬ 
win Co. v. Howard, 256 U. S. 35, 39, it there is intimated 
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that Section 4915 R. S. authorizes a remedy by bill in 
equity in a case like the present . Therefore, while it is 
quite possible that, when the provisions of Section 22 
of the Trade Mark Act are brought to the attention of 
the Supreme Court and a definite ruling invoked, the 
conclusion reached by my associates will be approved, I 
now feel constrained to give full force and effect to the 
suggestion in the Howard case and to dissent here” (at 
p. 948). 

The prevailing and dissenting opinions having thus pre¬ 
sented the two opposing views on the question of jurisdiction, 
that of Mr. Justice Robb was upheld in all particulars, arid 
the determination of the Court of equity in this district that 
the Commissioner should be enjoined, hence that he was a 
proper party to a suit against him, was held sound. 

Will the Commissioner now ask this Court to depart 

FROM THE RULE WHICH IT HELD ITSELF BOUND BY WHEN IT 

said: 

“We HAVE BUT ONE DUTY IN THE PREMISES AND THAT 
IS TO FOLLOW THOSE DECISIONS” 

I. E., THE DECISIONS OF THE SUPREME COURT OF THE UNITED 

States? 

In the Baldtcin case the Commissioner sought a dismissal 
of the bill and failed. In effect, he asked the Court below 
to overrule the Supreme Court of the United States, pre¬ 
cisely as he did in the Baldwin case, as was pointed out by 

Mr. Justice Robb. 

> 

That it is the duty of the Federal Courts to follow deci¬ 
sions of the Supreme Court even though these decisions are 
contrary to the contentions presented on behalf of the Patent 
Office does not seem to have been fully perceived when the 
case was finally disposed of below. We respectfully submit 
that it is incumbent on this Court to so deal with this appeal 
as to discourage the plainly revealed disposition of the Pat¬ 
ent Office to nullify the decisions of the Supreme Court of 
the land when they are adverse to its contentions. 
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If, as was claimed on behalf of the Commissioner, that 
court inadvertently held what it did, and therefore did 
not mean what it said, it is for it and not for this court to 
correct such inadvertence. The rule is familiar that “where a 
rule of decision applicable to the facts as finally established 
has been laid down by controlling authority, tha^ authority 
must be followed.” Hudson Co. v. Iorio, 239 FejcL 855, 856 
(C. C. A. 2nd). And see Cliastleton Corporation jv. Sinclair 
(Court of Appeals, D. C. 1923), 290 Fed. 348. 


2. The construction contended for by the Cofiimissioner 
and adopted by the Court below is unjust and defeats the 
purpose of the statute. | 

It is clear that the purpose of the statute is to; afford the 

i 

party aggrieved in Patent Office proceedings the right to have 
the controversy determined by the Federal Court.j The con¬ 
struction contended for by the Commissioner would defeat 
this right in the present case. Where an inter partes case 
involves the issuance of a trade-mark or of a patent, and 


such issuance is refused; or where in a cancellation proceed¬ 
ing the defeated party is the petitioner who seek$ cancella¬ 
tion, the proceeding is one to compel the Commissioner to \ 
perform a positive act, i. e., issue a patent, or cancel a third • 
party’s trade-mark. In such cases the complainant in a bill 
of equity suffers no irreparable damage and can suffer none 
pending the litigation in the Federal Court. He merely is 

i 

subjected to a longer delay in securing an adjudication as 
to whether or not he is entitled to what he demands. In 
such cases his interests are fully protected if he brings his 
bill in equity against the opposing party, with the legal assur¬ 
ance that the Commissioner will abide by and carry out the 
decree of the court. j 

Where, however, the defeated party in a cancellation pro- / 
ceeding is the registrant, the situation is very different. Upon [ 
the determination of the controversy in the Patent Office, j 
the Commissioner becomes bound to cancel the trade-mark in \ 
question. There is no provision in § 4915 or anywhere else 


i 



i 
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compelling the Commissioner to withhold cancellation pend¬ 
ing the outcome of the equity action. He may proceed to 
cancel the trade-mark and in accordance with the statute, 
abide by the adjudication of the equity court and restore the 
cancelled trade-mark. The period between the two acts may 
be several years; if the court determines in favor of the com¬ 
plainant, irreparable injury will have been done through the 
loss of registration during the intervening period. Nor can 
the Commissioner’s willingness to withhold action in the 
present case be said to obviate the hardship. Firstly, it may 
be questioned whether he has the power to do so, should the 
question be raised by the successful party in the cancellation 
proceeding. Secondly, at best he would be doing it as a 
matter of grace; and we submit that no act or omission is 
a remedy the doing or omitting of which would depend on 
the grace of the Commissioner. The Supreme Court having 
held in any ev6nt that the remedy exist-s under the statute, 
a different interpretation of the statute which would emascu¬ 
late its remedial character and render it ineffective neces- 
sarilv is contrary to its intent. The text of the section no 
doubt having been suggested by the Commissioner (see 
Canon v. Robertson, 32 F. (2) 295), it should be construed 
most strongly against him, when his contention is one that 
would tend to nullify or impair the remedy granted thereby. 

‘‘Every statute should have a reasonable, sensible con¬ 
struction, in preference to an irrational one, which 
renders it, or a substantial part of it useless or deleter¬ 
ious. The intention of the legislative body must be pre¬ 
sumed to have been to benefit, not to injure, those 
inte'rested in the subject of the law” Sanborn J., in Har- 
riss v. Bell (C. C. A. 8th) 250 Fed. 209, 217, affirmed 
254 L T . S. 103). 

And see Bate Refrigerating Co . v. Sulzberger, 157 IT. S. 1, 
37, and cases cited. 


21 


POINT II. 

_ i 

This suit is not res judicata . j 

The learned judge below rejected the Commissipner 7 s con¬ 
tention in this respect. We quote from his opinion a passage 
dealing with that point as follows: 

“The question presented by the third ground of the 
motion to dismiss is whether or not the decision in the 
interference proceeding in the Patent Office j awarding 
priority of adoption and use of the mark tq Marshall 
Field & Company is final and res judicata, and, there¬ 
fore, because no appeal has been taken from that award, 
the plaintiff is estopped to deny the right of Marshall 
Field & Company to have the mark ‘Alexandrine 7 can¬ 
celed. 

“In support of this ground of the motion the defend- 
and relies upon the cases of Great Bear Spring Co. v 
Bear Lithia Spring Co., 47 App. D. C. 434, and Bluthen- 
thal and Brickart v. Bigbie Bros, and Co., 33 App. D. C. 
209. Each of these cases was an appeal to thq Court of 
Appeals of the District of Columbia from a decision of 
the Commissioner of Patents. In the case of Great Bear 
Spring Co. v. Bear Lithia Springs Co., supra, tke appeal 
was from a decision of the Commissioner canceling a 
registered trade-mark. In the case of Bluthekthal and 
Brickart v. Bigbie Bros., and Co., supra, the appeal was 
from a decision of the Commissioner dismissing an op¬ 
position to the registration of a trade-mark. 

“A similar situation arose in the case of American 
Fruit Growers, Inc. v. John Braadland, Ltd., 45 F. (2d) 
443, where the Court of Customs and Patent Appeals, in 
an appeal from the decision of the Commissioner of 
Patents dismissing an application for the cancellation 
of a registered trade-mark, held that in a proceeding in 
the Patent Office to cancel a trade-mark registration, a 
decision in prior opposition proceedings was res judicata 
respecting all issues which might have been presented. 

“It is to be noted that the cases relied on bv the de¬ 
fendant were direct appeals from the Patent Office, as 
was also the case of American Fruit Growers v. John 
Braadland, supra. Here we are dealing with k bill in 
equity under 35 U. S. C. A. Sec. 63. In such case, the 
judgment of the Patent Office is not conclusive and the 
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doctrine of res judicata and estoppel have no applica¬ 
tion. Such a suit, as we have pointed out, is an original 
independent action in which the questions in issue are 
tried de novo upon all competent evidence new and old” 
(R. pp. 35-G). 

We submit that the argument that complainant should 
have exhausted its appeals in the Patent Office in the inter¬ 
ference proceeding in order to be entitled to file its bill under 
§ 4915 R. S. in lieu of an appeal from the cancellation pro¬ 
ceeding, is without merit from any aspect. 

Complainant would have had to do so only had it wished 

to file a bill in equity in lieu of an appeal to the Court of 

/» _ . 

Customs and Patent Appeals from the interference pro¬ 
ceeding. There was no occasion for that, as complainant’s 
rights were not prejudiced until its trade-mark was threat¬ 
ened to be cancelled. The fact that the cancellation was 
granted on the ground that the former proceeding was res 
judicata in the Patent Office is immaterial here. Decisions 
in the Patent Office have no force as adjudications outside 
of it. 

The bringing of a bill in equity amounts to a suit de novo, 
the issue being: Should or should not the trade-mark be can¬ 
celled? In the determination of this question the court may 
go into the merits, and by the express provisions of the 

statute, the parties may adduce additional testimony. In 

the can cellation proceeding the Commissioner deemed him¬ 
self bound by the previous action of the Patent Office, under 
a practice which is administrative and only obtains there. 

The authorities cited below by the Commissioner are only 
to that effect. They do not and cannot hold that a proceed¬ 
ing in the Patent Office is res judicata in the court of equity. 
On the contrary, that court is not and cannot be so bound. 
A decision of the Patent Office “is not a judicial judgment. 
It is a mere administrative decision.” The Patent Office 
“does not enter a judgment binding parties in a case as the 
term case is used in the third article of the Constitution.” A 
decision of the Patent Office does not preclude “any person 
interested from having the right to contest the validity of 
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such patent or trade-mark in any court where it Way he called 
in question” Postum Cereal Co. v. California Fig Nut Co., 
272 U. S. 693, 698, 699 (1926). j 

It follows that the decision of the Patent Office is not res 
judicata in the court of equity; that complainant had the 
choice of going on by appeal from the determination in the 
Patent Office or proceeding by bill in equity as j was done; 
-and that the Commissioners attempt to read a further tech¬ 
nical condition into the statute, where none is specified, must 
fail. 


POINT III. 


The appellant was entitled to a preliminary 
injunction as originally decided by the! learned 
Jndge below, who erred in holding otherwise on 
rehearing. 

The Commissioner, but for the intervention of tlie Court of 
equity, has the power to cancel petitioner’s trade-mark. That 
he would restore it upon final determination of this action 

I 

is immaterial, for no argument is needed to show that, if 
entitled to the trademark, complainant would staffer irre¬ 
parable injury in the interim. 

In Baldwin Co. v. Robertson, under identical circumstances, 
the court below- granted complainant’s motion for! a prelim¬ 
inary injunction, the opinion by Mr. Justice Hoeling (ren¬ 
dered February 20, 1922) stating: | 

• 

“* * * pending the proceeding, the statqs of the 
subject matter of the litigation should be preserved unim¬ 
paired: since the remedy so given” (by R. iS. 4915) 
‘‘would be futile if, pending the proceeding, the trade¬ 
mark registrations be permitted to be cancelled. Ac¬ 
cordingly, the court is of opinion that * * * the appli¬ 
cation of plaintiff, Baldwin Co., for preliminary injunc¬ 
tion should be granted.” ! 

1 

This decision, as already stated, w-as affirmed b^ the Su¬ 
preme Court of the United States (265 U. S. 168). j 
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As for the Commissioner's statement that the practice of 
the Patent Office is to withhold action pending litigation 
in the Federal court, we have already pointed out that such 
action is at best a matter of grace and not effective in deroga¬ 
tion of the remedy to which complainant has a right under 
R. S. 4915. 

In his first memorandum in the Court below the learned 
counsel for the Commissioner stated: 

“In Cancellation Proceedings where appeal is taken 
to the Court or a Bill in Equity under Section 4915 R. S. 
is filed, it is the uniform practice of the Patent Office, 
and always has been, not to cancel a trade-mark pending 
the outcome of the appeal or suit. It is only right and 
proper that cancellation should be held in abeyance in 
such case. 

“It is therefore not seen why the courts should be 
burdened y’ith issuing a restraining order to restrain 
the Commissioner from doing an act which he has no 
intention of doing. The effect of the restraining order 
would merely be that the Commissioner follow the usual 
practice.” 

Notwithstanding these considerations the granting of a 
temporary injunction in the Baldwin case was upheld there¬ 
by settling what the proper practice should be. 

The decree appealed from should be reversed 
and the Court below directed to issue the pre¬ 
liminary injunction applied for. 

February 10, 1934. 

Respectfully submitted, 

Evarts, Choate, Sherman & Leon, 

Edmund H. Parry, Jr., 
Attorneys for Appellant. 

Maurice L£on, 

Andre Maximov, 

Edmund H. Parry, Jr., 

Of Counsel. 
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In the Court of Appeals of the District of 

Columbia 


No. 6107 

| 

Alexandrine, appellant j 

V. j 

Conway P. Coe, Commissioner of Patents, 

appellee 


BRIEF FOR THE COMMISSIONER OF PATENTS 

i 

This is an appeal from the decree of the Supreme 
Court of the District of Columbia sustaining de¬ 
fendant's motion to dismiss on the ground thiat he 

i 

is not a proper party to the suit. (Opinion, R. 
29-36; Final Decree, R. 41.) j 

i 

i 

STATEMENT OF THE CASE 

i 

The proceedings leading up to the instant ex 
parte suit originated in the Patent Office as an 
inter partes or contested case between appellant 
and Marshall Field & Co., of Chicago, Ill. 

Appellant’s trade mark was registered December 
8, 1925, as No. 206,729 (R. 8a). Thereafter Mar¬ 
shall Field & Co. applied for the registration iof a 
trade mark that interfered with appellant’s regis¬ 
tered trade mark. An interference between! the 

! 
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parties was declared January 11, 1929. After due 
proceedings in the Patent Office priority of adop¬ 
tion was awarded to Marshall Field & Co., adverse 
to appellant who proceeded no further (i.e. to the 
Courts) in the contested case with Marshall Field 
& Co. as he had the right to do either by appeal to 
the United States Court of Customs and Patent 
Appeals or by a Bill in Equity against Marshall 
Field & Co., in Chicago. 

On December 17, 1931, Marshall Field & Co. 
filed Cancellation Proceedings in the Patent Office 
against appellant for cancellation of appellant’s 
registered mark. After due proceedings the Exam¬ 
iner of Interferences sustained the petition and 
recommended cancellation. On appeal the Com¬ 
missioner affirmed the decision of the Examiner of 
Interferences. Appellant did not appeal from that 
decision nor did appellant proceed further with the 
contested cancellation proceedings by filing a bill 
under Section 4915 R.S. against Marshall Field & 
Co. in Chicago. 

c 

Appellant then filed the instant bill alleging it to 
be under Section 4915 R.S. against the Commis¬ 
sioner of Patents (R. 2-7). 

The Commissioner filed a motion to dismiss (R. 
9) on the grounds— 

I. That lie was not a proper party to the suit; 

II. That the parties in interest are not within 
the jurisdiction of the Court; and 

III. Bes ad judicata. 


I 
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The motion to dismiss was overruled but a ^Peti¬ 
tion for Rehearing” was filed (R. 15) in I behalf 
of the Commissioner of Patents and the rehearing 
was granted. The motion to dismiss was granted. 
(Opinion, R. 29-36; Final Decree, R. 41.) 

ARGUMENT 

j 

I I 

i 

I 

I 

The Commissioner is not a necessary or proper party to 

this suit 


The controversy is between appellant and Mar¬ 
shall Field & Co. It is and has been a contested 

| 

case, first as an Interference which became final 
by the decision of the Commissioner. Appellant 
took no appeal or other action from that decision. 
In the cancellation proceeding instituted by! Mar¬ 
shall Field & Co. adverse decisions were rendered 
against appellant by the tribunals of the Patent 
Office but appellant took no further inter partes 

i 

action. 

Under this Court’s decision in Great Bear 

i 

i 

Spring Co. v. Bear Litliia Springs Co., 47 Ap]|>.D.C. 
434, 1918 C.D. 203, this case terminated long ago, 

• ~i 

for this Court in that case held that in view of a 
trade-mark interference decision adverse to thje reg¬ 


istrant Great Bear Spring Co. it was proper oh mo¬ 
tion of Bear Litliia Springs Co. to cancel Great 
Bear Spring Company’s mark. ] • 

The suit purports to be brought under Sqction 
4915 R.S. That section provides for contested 


! 

i 

i 


! 

i 

l 

i 
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cases known as inter partes cases in which there are 
adverse parties and for ex parte cases where there 
are no opposing parties, in which case “a copy of the 
bill shall be served on the Commissioner of Pat¬ 
ents.” Obviouslv Marshall Field & Co. is an ad- 

%/ 

verse or opposing party as appellant is seeking to 
deprive this opposing party of a right that was 
awarded to Marshall Field & Co. in an interference 
proceeding and in a cancellation proceeding. 

The question involved in this suit was adjudicated 
by Mr. Justice Hagner, in 1894, in the case of The 
Mergenthaler Linotype Company v. John S. Sey¬ 
mour, Commissioner of Patents, The Rogers Typo¬ 
graphical Company, and Jacob TT r . Shuckers, 1894 
C.D. 186, 66 O.G. 1311. The question involved in 
that case is also here involved. The ruling was 
where there are adverse parties the Commissioner 
of Patents is not a necessary party to, and cannot 
be joined in, a suit under Section 4915 R.S. In his 
decision Mr. Justice Hagner said: 

* * * And it is only in such cases 

“where there is no opposing party,” that 
the Commissioner can be vouched into the 
controversy. ( Graham v. Teeter, 33 O.G., 
758, 25 Fed. Rep., 555.) The Commissioner 
of Patents, an impartial and disinterested 
official who cannot be supposed to be antago¬ 
nistic or hostile to any applicant before him, 
could not be held to be an “adverse party” 
within the sense of the law unless a new 
meaning is to be attached to the expression. 


» 



I 


i 

! 


The apparent purpose of the subpoena 
against the Commissioner is that the contro¬ 
versy mav be conducted over his head 
against the real parties in interest, who are 
non-residents, and although “adverse” in 
the sense of the law and against whom “no 
civil suit can be brought” in this jurisdiction 
(.McCormick v. Waltliers, 1888 Ch., 8£6, sec. 
1, 25 Stat., p. 433; 134 U.S., 41; National 
Typewriter Co. v. Pope Mfg. Co., 6p O.G., 
755), there being no allegation that thb Rog¬ 
ers Typographic Company is a corporation 
doing business within this District, up serv¬ 
ice can be had against it under Section 
790, Revised Statutes of the District of 
Columbia. 

11 ! 

Plaintiff’s opponents or adverse parties in interest are 
not within the jurisdiction of the court j 

i 

As appears from paragraph 11 of the Bill (R. 
1-7) Marshall Field & Co. are nonresidents and 

i 

have not been made a party to this suit. That they 

! 

are appellant’s opponents and adverse parties very 
much in interest cannot be successfully denied. 
Obviously the Commissioner of Patents who was 
the final judicial officer of the Patent Office ifi this 
proceeding cannot be made to take the plate of 
Marshall Field & Co. Nor can the Commissioner 
be made to act as counsel for the adverse party in 
this suit. Incidentally it mav be remarked j that 
Marshall Field & Co. having twice been awarded 
the right to their trade mark no valid reason is 

i 

! 

i 

i 
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seen why they should volunteer to appear and try 
out the same question for the third time. 

AUTHORITIES 

Appellant appears to rely principally upon 
j Baldwin v. Robertson-Hoicard, 265 U.S. 168. 
Howard was a necessary party defendant in the 
suit. He was an adverse party and had been Bald¬ 
win’s opponent in the cancellation proceedings in 
the Patent Office. Howard came in as an inter¬ 
vener so that the case could proceed. Otherwise 
the Patent Office would have made a motion to 
dismiss. 

Appellant's case is entirely different in that the 
adverse party did not voluntarily appear as How¬ 
ard did and therefore a proper defendant is lack¬ 
ing*. 

The Supreme Court of the United States stated: 

The R. S. Howard Company came into 
the case as an intervener and filed an aswer 
denying the right of the complainant to 
continue to enjoy such registration and re¬ 
sisting the injunction to prevent the cancel¬ 
lation. 

The Howard Company in that case corresponds 
to Marshall Field & Co. in the Alexandrine case. 
The Howard Company thus became proper de¬ 
fendants in the case. In the Alexandrine case 
there is ho proper defendant. That should be a 
sufficient distinction. An equity suit cannot pro¬ 
ceed without a defendant. Marshall Field & Co. 



I 

are under no legal or moral obligations whatever 
to come in as defendant. They are justified in 
taking the position that if they are to defend a 
suit it should be brought in the Federal district 
of their legal residence. They have the legal and 
moral right to take that position, especially since 
their rights have been adjudicated in the Patent 
Office Interference and Cancellation Proceedings 
and appellant did not see fit to take appeals from 
those decisions or any other proper actions pro¬ 
vided bv the Statutes. 

%/ 

_ i 

The question as to the jurisdiction of the parties 
was not before the Supreme Court of the United 
States for adjudication. The real question was 

i 

whether Section 4915 R.S., which relates to patents, 
also applied to trade-mark cancellation proceed¬ 
ings and that question was decided affirmatiVely. 

* 

Appellant selects and argues on the words 
“against the Commissioner.” Section 9 of the 
Trade-Mark Act that the Supreme Court jof the 
United States discussed in the Baldwin-Howard 
case provides for (1) ex parte cases, i.e., applica- 
tion for registration of trade-marks, and (2) inter 
partes cases, i.e., oppositions, interferences, and 
cancellation proceedings. 

Insofar as ex parte cases are concerned, the 
Court was correct when it said “ against the! Com¬ 
missioner.” Ex parte suits are properly brought 
against the Commissioner. There are no adverse 
parties, i.e., “two or more parties contesting for 
the same mark or subject-matter.” 


i 


i 

! 
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But as to the inter partes cases, oppositions, in¬ 
terferences, and cancellations—these are inter 
partes (contested) cases in which the Commissioner 
is the judicial officer and he has no place in the suit, 
as so forcibly stated bv Mr. Justice Hagner. The 
Court merely neglected to distinguish between ex 
parte and inter partes cases, although it did point 
out that the Commissioner was not a party to a can¬ 
cellation proceeding under Section 22. 

The Court, as to Section 22 of the Trade-Mark 
Act, said: 

The Commissioner is not a party to such 
litigation but is subject to a decree of the 
Court after it is entered. 


It is unfortunate that the Court did not discuss 


Section 13, page 6. Both Sections 13 and 22 pro- 
vide for cancellation proceedings and if the Com¬ 
missioner is not a party to a suit under Section 


22, as said by the Court, he is a priori not a party 
to a suit under Section 13, which Section 13 is in- 


yoked in this suit. See paragraph Fourteen, page 
6, of Plaintiff’s Bill of Complaint. The two state¬ 
ments on a question that was not directly before 

the Court are technically inconsistent. The correct 

* 


statement should therefore be adopted. 

Inasmuch as the question raised in the Alexan¬ 
drine case was not up for adjudication in either 
the Baldicin-IIoivard case or in the Corning Glass 
Works case , these decisions are clearly not con- 
trolling in the present case. In support of this 
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statement it is only necessary to call attention to 
the decision of the Supreme Court of the jlTnited 
States in O’Donoghue v. United States, 289 U.S. 
516, as presented in Section 10, which reads as 
follows: 

10. The government relies almost entirely 
upon the decision of this court in Ex parte 
Bakelite Corp., 279 U.S. 438, 49 S.cjt. 411, 
73 L.Ed. 789. In that case we held that the 
Court of Customs Appeals was a legislative 
court, not a constitutional court under arti¬ 
cle 3 of the Constitution. In the coiirse of 
the opinion attention was called to tjie de¬ 
cisions in respect to the territorial courts, 
and it was said that a like view had been 
taken in respect of the status and jurisdic¬ 
tion of the courts provided by Congress for 
the District of Columbia. This observation, 
made incidentallv, by way of illustration 
merely and without discussion or elabora¬ 
tion, was not necessary to the decision, and 
is not in harmony with the views expressed 
in the present opinion. “It is a maxim, not 
to be disregarded,” said Chief Justice Mar¬ 
shall in Cohens v. Virginia, 6 Wheaj. 264, 
399, 5 L.Ed. 257, “that general expressions, 
in every opinion, are to be taken in connec¬ 
tion with the case in which those expressions 
are used. If they go beyond the case^ they 
may be respected, but ought not to control 
the judgment in a subsequent suit, when the 
very point is presented for decision. The 
reason of this maxim is obvious. The ques¬ 
tion actually before the court is investigated 
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with care, and considered in its full extent. 
Other principles which may serve to illus¬ 
trate it, are considered in their relation to 
the case decided, but their possible bearing 
on all other cases is seldom completely 
investigated. 

A similar ruling is found in Williams v. United 
States, 289 U.S. 553, in which Justice Sutherland, 
in discussing statements not in point, said: 

5. None of these cases involved the ques¬ 
tion now under consideration, and the ex¬ 
pressions referred to were clearly obiter 
dicta, which, as said by Chief Justice Mar¬ 
shall in Cohens v. Virginia, 6 Wheat. 264, 
399, 5 L.Ed. 257, “may be respected, but 
ought not to control the judgment in a subse¬ 
quent suit, when the very point is presented 
for decision.” 

Another case in point is Pacific Steamship Com¬ 
pany v. Peterson, 278 U.S. 130 (Syl. 3), and the 
full paragraph on page 136 reading as follows: 

It was stated, in general terms, in Panama 
B.E. Co . v. Johnson, supra, at p. 388. that 
the statute “extends to injured seamen a 
right to invoke, at their election, either the 
relief accorded by the old rules or that pro¬ 
vided bv the new rules. The election is 
%/ 

between alternatives accorded bv the mari- 

m/ 

time law as modified * * And see 

Engel v. Davenport, supra, at p. 36. But 
this general statement does not define the 
scope of the election or the precise alterna¬ 
tive accorded—a question which was not 
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involved or discussed in either of these cases. 
And while an incidental statement jin the 
Engel case, at p. 36, if taken broadly, j might 
well be understood to mean that the right to 
recover compensatory damages under the 
new rule was granted as an alternative to 
the allowances covered by the old j rules, 
including maintenance, cure, and wages, this 
was at the most a general expression respect¬ 
ing a particular as to which no question was 
raised—no allowance for maintenance, cure, 
and wages being there involved—which 
ought not to control the judgment in la sub¬ 
sequent suit when the very point is pre¬ 
sented for decision, Cohens v. Virginia, 6 
Wheat. 264, 399; Downes v. Bidwe\l, 182 
U.S. 244, 258; Weyerhaeuser v. Hoyt, 219 
U.S. 380, 394; Bailey v. Baker Ice M\achine 
Co., 239 U.S. 268, 272, or to prevent the de¬ 
termination as an original question |of the 
proper construction of the statute ijn that 
particular. See United States v. Corbett, 
215 U.S. 233, 239. j 

i 

No fault is found with appellant’s statement that 
it is the dutv of the Federal Courts to follow the 

decision of the Supreme Court of the United States. 

| 

The Federal Courts, however, should not follow the 

7 7 I 

decisions blindly. The Baldwin v. Howard deci- 
sion should be construed to be consistent and there¬ 
fore should be read in conformitv with the decisions 

* ! 

of that court in— 

O'Donogliue v. United States, 289 U.S. 
516; 53 Sup. Ct. 740; j 


! 

i 


i 

i 
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Pacific Steamship Co. v. Peterson, 278 
U.S. 130, 136; 

Williams v. United States, 289 U.S. 553; 
53 Sup. Co. 751. 

In Hodgkin v. Action Advertising Corporation, 
Hopkins, and Robertson, Commissioner of Patents, 
Equity No. 51,330 (Supreme Court of the District 
of Columbia), the Commissioner made a motion 
to dismiss as to himself. Ground I of the Motion 
was— 

I. That this suit is a controversy between 
plaintiff Hodgkin, and the two codefendants, 
Action Advertising Corporation of America, 
a Corporation, and Charles Maurice Hop¬ 
kins, in which controversy Thomas E. Rob¬ 
ertson, the Commissioner of Patents is not 
concerned but he is ready to take appro¬ 
priate action on the applications involved 
upon the filing in the Patent Office of any 

decree that mav be issued in this suit. 

* 

That case, like the present one, was a contested 
case which did not concern the Commissioner and 
in which lie could not properly take sides. 

On Mav 9, 1930, Mr. Justice Bailev granted the 
motion, signing the following Order: 

ORDER DISMISSING ACTION AS TO COMMISSIONER 

OF PATENTS AND DISCONTINUING HIM AS PARTY 

DEFENDANT 

Upon a hearing duly held, upon motion 
filed by Thomas E. Robertson, Commissioner 
of Patents, that the above mentioned suit be 
dismissed as to him, and that he be discon- 
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tinued as party defendant in tlie same, it ap¬ 
pearing to this Court that said motion should 
be granted, it is hereby ordered tha 1 t the 
above-mentioned suit be and it is hereby dis¬ 
missed as to said Thomas E. Robertson, Com¬ 
missioner of Patents, and it is further or- 

dered that the said Commissioner of Parents 

! 

be and he is hereby discontinued as party de¬ 
fendant in this suit. 

i 

Appellant cites the case Corning Glass Works v. 
Robertson ,— App.D.C. —; 65 F. (2d) 476, decided 
by this Court May 1, 1933. That case involved a 
cancellation proceeding between two registrants. 
The petitioner proceeded under Section 13 of the 
Trade-Mark Act. His opponent, by mandamus, 
urged that the proceeding should be under Section 
22. The Court held that the remedies under Sec¬ 
tions 13 and 22 were concurrent and affirmed the 


low^er court in dismissing the petition for a wijit of 
mandamus. It is not seen that this case hasj any 
bearing whatever on appellant’s case. The rights 


of the two glass concerns (registrants) were! not 
adjudicated or even discussed. No question of 
jurisdiction of the parties was in issue. 


At page 21, Point II, appellant presents argu- 

i 

ment that this suit is not res adjudicata. Neatf the 
middle of page 22 appears this statement: ‘*De- 

j 

cisions in the Patent Office have no force as| ad- 

i 


judications outside of it.” If that is the case, >vhy 
all that expense. However, appellant’s statement 
is not borne out by Morgan v. Daniels, 153 U.S. 120; 
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1894 C.D. 285, in which the Court expressed its 
views as fellows: 

Upon principle and authority, therefore, 
it must be laid down as a rule that where the 
question decided in the Patent Office is one 
between contesting parties as to priority of 
invention, the decision there made must be 
accepted as controlling upon that question 
of fact in any subsequent suit between the 
same parties, unless the contrary is estab¬ 
lished bv testimony which in character and 
amount carries thorough conviction. Tested 

bv that rule the solution of this controversv 
• * 

is not difficult. 

Appeals from decisions in the Patent Office or 
suits in equity are provided for by the statutes. 
If, however, a defeated party does not take such an 
appeal or file a proper Bill in Equity and permits 
the Patent Office's action to become the final action 
in the case, the matter is held to be res ad judicata 
and he is thereby estopped to litigate the same 
matter over again. 

Appellant states, page 22, that “The bringing 
of a Bill in Equity amounts to a suit dc noeo.” 
This does not mean that a party may prosecute his 
case to a finalitv and then begin all over again. 

On the last two pages of appellant’s brief argu¬ 
ment is presented why injunction should issue. 

Injunctions against Government Officials, when 
in order, are granted pending some action to be 
taken by the petitioner. Appellant has filed no 
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suit against his opponent Marshall Field & j Co., 
nor is there anything pending that is undecjided 
between appellant and Marshall Field & Co. j No 
proceeding is pending between the parties wjhicli 
will support an injunction. In the Baldwin-How- 
ard case there was an equity suit pending, j and 
therefore vitally distinguishes from appellant’s 
case. The Solicitor still adheres to his stateinent 

i 

quoted on the last page of appellant’s brief. 

CONCLUSION 

It is respectfully submitted that the decision of 
the Supreme Court of the District of Columbia is 
correct and should be affirmed. 

T. A. Hostetler, j 
Solicitor for the Patent Office. 

February 2.1934. 
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